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Court of Appeals of the District of Columbia 


No. 5734. 

Panhard Oil Corporation, a Corporation, Appellant, 

vs. ! 


Thomas E. Robertson, as Commissioneir of Patents. 


a Supreme Court of the District of Columbia. 

In Equity. 

No. 52008. i 

Panhard Oil Corporation, Plaintiff, 

vs. 

. 

Thomas E. Robertson, as Commissionejr of Patents, 

Defendant. 


United States of America, 

District of Columbia, ss: 

7 

Be it remembered, That in the Supreme Court of the Dis¬ 
trict of Columbia, at the City of Washington, in said Dis¬ 
trict, at the times hereinafter mentioned, the following 
papers were filed and proceedings had in the above-entitled 
cause, to wit: j 

1 Bill ! 


Filed October 17, 1930. 

In the Supreme Court of the District pf Columbia. 

In Equity. 

No. 52008. 

Panhard Oil Corporation, Plaintiff, 

vs. 


Thomas E. Robertson, as Commissioner of Patents, 

Defendant. j 

To the Honorable the Judges of the Suprjeme Court of the 
District of Columbia: 

The plaintiff, for cause of action in Eqqity herein, shows 
and alleges to this Honorable Court: 

l—5734o 
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1. That the plaintiff, Panhard Oil Corporation, is a cor¬ 
poration of the State of Delaware, having its principal 
place of business at 116 Broad Street, in the City, County, 
and State of New York; in the Southern District of New 
York; and that the defendant, Thomas E. Eobertson, is 
Commissioner of Patents of the United States duly com¬ 
missioned and sworn and acting as such, and as such is a 
citizen and resident of the District of Columbia and subject 
to the jurisdiction of this Court in Equity. 

2. This suit is brought under Section 264 of the Judicial 
Code (U. S. C. A. Title 28 § 378) and Section 51 of the 
Judicial Code, as amended (U. S. C. A. Title 28, §112), and 
Title 18, Sections 41, 43, and 44 of The Code of the Dis¬ 
trict of Columbia, and seeks a construction of the Trade- 
Mark Act of 1905, as amended, and injunctive and other re¬ 
lief against the Commissioner of Patents, a citizen and 
inhabitant of the District of Columbia. 

3. That in or about the year 1904 George A. Haws, being 
then a citizen and resident of New York, Countv and State 
of New York, in the Southern District of New York, did 

adopt and use as a trade-mark in interstate com- 
2 merce for lubricating oils and greases a trade-mark 

consisting of the arbitrary word and designation 
“Panhard,” and that continuing from the year 1904 
through his successors in interest to date has continued to 
exclusivelv use said trade-mark in interstate and foreign 
commerce for lubricating oils and greases, and that plain¬ 
tiff, as, successor of said George A. Haws, is entitled to the 
sole and exclusive use thereof in interstate and foreign 
commerce, and that no other person, firm, corporation, or 
association, to the best of the knowledge, information, and 
belief of plaintiff, has the right to use said trade-mark for 
said goods, or any simulation thereof. 

4. That on or about July 8, 1911, the said George A. 
Haws duly made application to the Commissioner of Pat¬ 
ents under the Trade-Mark Act of 1905 for registration of 
said trade-mark, and that on February 18, 1913, the said 
trade-mark “Panhard” was duly registered under No. 
90,329 to George A. Haws, a firm (then composed of 
Michael J. Martin and Florence A. Haws), for lubricating 
oils and greases, in Class 15, Oils and Greases, whereby 
said George A. Haws, a firm, became prima facie owner of 
the said trade-mark, pursuant to the said Trade-Mark Act 
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of 1905, and of all rights, benefits, and privileges there¬ 
under. 

5. That subsequently, as appears by the assignment 
records of the United States Patent Office, profert of the 
originals or certified copies of which is hereby made, the 
entire right, title, and interest in and to s^id trade-mark, 
and the good will of the business in which ^ame was used, 
was duly assigned to George A. Haws, Inc.|, a corporation 
of the State of New York, which thereafter duly changed 
its name, according to the laws of the Stat^ of New York, 
to Panhard Oil Corporation, a corporation of the State 
of New York, and that thereafter, as of the list day of Janu¬ 
ary, 1927, the said Panhard Oil Corporation of New York 

did duly assign said trade-mark “iPanhard” and 
3 the said certificate of registration jNo. 90,329 and 

the good will of the business in whichj same was used 
to plaintiff, Panhard Oil Corporation of Delaware, for a 
valuable consideration in hand paid of a va^ue in excess of 
Twenty-five Thousand Dollars, lawful money of the United 
States, whereby all the rights of exclusive ownership at 
common law and in equity originally had and enjoyed by 
the said George A. Haws, an individual, and later by the 
said George A. Haws, a firm, and still later by the said 
George A. Haws, Inc., a corporation of the State of New 
York (name changed to Panhard Oil Corporation), became 
vested in and enjoyed by plaintiff herein. 

6. That from and after January 1, 1927, the plaintiff has 
invested further sums of money in selling lubricating oils 
and greases under said trade-mark “Panhard” in inter¬ 
state commerce among the several states of the United 
States and in foreign commerce, and particularly in the 
countries of Venezuela, Norway, Ecuador, Brazil, Uruguay, 
Spain, Colombia, Chile, Bolivia, Argentinel and Cuba, and 
other countries, and in so extending its trade and good will 
in lubricating oils and greases under said trade-mark has 
expended upwards of One Hundred Thousand Dollars, law¬ 
ful money of the United States, and that at the present time 
said trade-mark on said goods has come to mean in the 
minds of the purchasing public in the Uhited States and 
foreign countries the goods of plaintiff of th^ highest reputa¬ 
tion for quality and purity, and that throughout the time 
since the said first adoption and use of said trade-mark by 
said George A. Haws in 1904 lubricating pils and greases 
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so marked have always been and were solely understood 
by the purchasing public to be the goods of plaintiff or its 
predecessors in interest as alleged, and that lubricating oils 
and greases so marked are now only understood to be the 
goods of plaintiff throughout the territory aforesaid. 

7. That ever since 1904 plaintiff and its predecessors have 

conspicuously marked the trade-mark “Panliard” 

4 upon the barrels, cans or other containers in which 
the oils and greases were and are shipped and sold, 

and that since 1913 such containers have been duly marked 
“Begd. TJ. S. Pat. Off.,” pursuant to the Trade-Mark Act 
of 1905, or, in the case of goods sold by plaintiff or its pred¬ 
ecessors for export, appropriately marked according to the 
laws of the respective countries wherein such goods were 
sold. 

8. That, in reliance upon the full faith and credit to be 
given bv treatv and statute of other countries to certificates 
of registration duly issued bv the United States Patent 
Office, the plaintiff and its predecessors have obtained reg¬ 
istrations in other countries, to wit: 

Venezuela, 1385, July 18, 1913; 

Norway, 3360, June 4, 1915; 

Ecuador, 58, fol. 16/166, Oct. 30,1913; 

Brazil, 3847, Aug. 4, 1913; 

Uruguay, 13,593, Nov. 3, 1923; 

Spain, 42,531, Feb. 21, 1923; 

Colombia, 3524, Sept. 24, 1923; 

Chile, 30,196, June 2, 1923; 

Bolivia, 280, May 5,1924; 

Argentine, 70,690, June 14, 1922; 

Cuba, 38,468, Apr. 17,1923, 

all of which are now duly owned and enjoyed by plaintiff. 

9. That in certain of said foreign countries, to wit, Cuba 
and Venezuela, wherein plaintiff and its predecessors have 
for years had a valuable and growing business in lubricat¬ 
ing oils and greases under said trade-mark “Panhard,” 
the said registrations are dependent upon the said United 
States registration No. 90,329, and plaintiff is advised that, 
upon cancellation of said United States registration, its said 

registrations, particularly in Cuba and Venezuela, 

5 ipso facto terminate and thereby leave plaintiff with¬ 
out any protection to its substantial and growing bus- 
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iness in said countries in lubricating oils and greases under 
its said trade-mark “Panhard”; and plaintiff further says 
that cancellation of its said trade-mark No. 90,329 would 
irreparably damage it in its business, in Cuba and Vene¬ 
zuela, among other countries, and have the result of handing 
over to adverse claimants, without recompense or due pro¬ 
cess of law, a substantial and valuable Uade-mark, good 
will, and going business in lubricating oils and greases under 
the said trade-mark “Tankard.” 

10. Plaintiff further shows that in or about the year 1905 
Societe Anonyme des Anciens Etablissembnts Panhard & 
Levassor (hereinafter called “Panhard & Levassor”), a 
corporation of France, domiciled at Paris, France, and then 
having or purporting to have an agency aitd regular estab¬ 
lished place of business in New York City, (pounty and State 
of New’ York, in the Southern District of Ney York, claiming 
a right against said George A. Haws to said trade-mark 
“Panhard” for lubricating oils and greases, through its 
attorneys, Coudert Brothers of New York, N. Y., caused no¬ 
tice of alleged infringement to be sent tcj said George A. 
Haws; that correspondence thereafter ensjied between said 
George A. Haws, his then attorney, Edward C. Davidson 
(now deceased), and said Coudert Brothers, wherein said 
Haw’s refused to desist. 

That in or about the year 1907 said Panhard & Levassor 
purported to grant to H. T. Alexander & Co. (hereinafter 
called “Alexander”), of New York City, 1sf. Y., a New York 
corporation, an exclusive license for the ^United States of 
America to use its alleged trade-mark “Panhard” on lubri¬ 
cating oils and greases, which alleged right the said Alex¬ 
ander thereafter purported to exercise by branding inferior 
lubricating oils and greases with the said trade-mark “Pan- 
hard,” and sold same in commerce in the State of 
6 New York and in interstate commerce. 

That in or about the year 1909, being citizens and 
residents of the same state, the said George A. Haws duly 
brought suit against said Alexander in the Supreme Court, 
County of New York, State of New York, for injunction 
and accounting of profits and damages, to which complaint 
said Alexander answered on the merits and also filed a 
counter-claim for injunction and accounting against the 
plaintiff. That said suit thereafter came jon for final hear- 
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ing on the merits in the Supreme Court, County and State 
of New York, and that, after proofs taken and exhibits re¬ 
ceived in evidence and argument of counsel, interlocutory 
decree was entered in favor of the plaintiff Haws, adju¬ 
dicating it to be exclusive owner of said trade-mark for 
lubricating oils and greases, dismissing the counter-claim 
of said Alexander on the merits, and ordering injunction 
and accounting of profits and damages. That thereafter 
accounting was duly had before a referee, who, after hear¬ 
ing witnesses, receiving exhibits, and taking proofs, duly 
filed a report, finding damages and profits in favor of the 
plaintiff Haws in the Sum of Four Thousand Five Hun¬ 
dred Dollars, with costs, which report thereafter came on 
to be heard for confirmation and was duly confirmed and 
perpetual injunction issued restraining the said Alexan¬ 
der and those in privity with it (including said Panhard 

6 Levassor) from infringing the said rights of said plain¬ 
tiff Haws in said trade-mark. 

That, to the best of the knowledge, information, and be¬ 
lief of plaintiff, the said Alexander, said Panhard & Levas¬ 
sor, and all those in privity with them or either of them, 
at that time and since to the date hereof, have acquiesced 
in said final decree and have not directly or indirectly in¬ 
fringed the rights of said plaintiff Haws (now owned by 
plaintiff herein) in the State of New York or else- 

7 where in the United States, or elsewhere outside of 
the United States where plaintiff herein has ex¬ 
tended its trade in lubricating oils and greases under said 
trade-mark. 

By reason thereof and the acquiescence of said Alexan¬ 
der and said Panhard & Levassor in said decree from its 
rendition to date, plaintiff herein has had and still has the 
exclusive right, both at common law and in equity, to said 
trade-mark in the United States in interstate commerce 
and in foreign countries to which plaintiff and its prede¬ 
cessors have extended the said business, and the said Alex¬ 
ander and the said Panhard & Levassor and all those in 
privity with them, or either of them, are and always have 
been, since at least the said decree in 1910, estopped from 
contesting the right, title, or interest of plaintiff herein 
or its predecessors in title to said trade-mark “Panhard ’ 9 
for lubricating oils and greases and the good will of the 
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business in which used, and that said Alexander and said 
Panhard & Levassor are still so estopped. 

11. That, notwithstanding such estoppel since the year 
1910, and notwithstanding the said registration No. 90,329 
outstanding since 1913, the said Panhard & Levassor, hav¬ 
ing abandoned its business in this country in or about 1912 
and having given up its domicile in this country in or about 
the same time and not thereafter having resumed either 
a business or domicile in this country, did, ip or about 1922, 
wrongfully and fraudulently seek to avojid the binding 
effect of said New York State Supreme Court decree and 
the prima facie (by statute) ownership of $aid trade-mark 
and registration by the then successor in title of said Haws, 
in the manner arising as follows: 

On or about November 25, 1922, Panhard Oil Corpora¬ 
tion of New York erroneously made application under said 
Trade-Mark Act of 1905, as amended, for re-regis- 
8 tration of the said word “Panhard” 
oils and greases, Serial No. 172,552, 


for lubricating 


which applica¬ 
tion was unlawfully passed by the Commijssioner of Pat- 

blished April 3, 
” the Commis- 
der the Trade- 


ents for publication and was unlawfully pu 
1923, page 35, Vol. 309, “Official Gazette, 
sioner of Patents having no authority un 
Mark Act of 1905, after having once registered a trade¬ 
mark, which was then unexpired, to re-register the same 
mark on a subsequent application. 

On May 3, 1923, the said- Panhard & Levassor filed Op¬ 
position No. 4617 to registration of said application, 
wherein damage was alleged, whereas, in fact, said Pan- 
hard & Levassor well knew that they had suffered no dam¬ 
age and could not suffer any, because they had no trade¬ 
mark or good will in the name “Panhard” for lubricating 
oils and greases in the United States, notr elsewhere, as 
plaintiff avers on information and belief; and that there¬ 
after answer to said opposition was duly filed by Panhard 
Oil Corporation. 

That thereafter said Panhard & Levassor purported to 
take testimony by depositions abroad, which was not at¬ 
tended by counsel for Panhard Oil Corporation, and w T hich 
was not contested at final hearing but allowed to go by de¬ 
fault, on the advice of counsel that the said application 
was nugatory in that the said registration No. 90,329 was 



8 


PANHARD OIL CORPORATION VS. 


in full force and effect and that same was not attacked, di¬ 
rectly or indirectly, by said opposition. 

That thereafter, on or about the 21st day of December, 
1925, the Examiner of Trade-Mark Interferences filed a 
decision, holding that Panhard Oil Corporation was “not 
entitled to the registration for which it has made applica¬ 
tion,’ ’ which decision was not appealed nor other contest 
made by the applicant, Panhard Oil Corporation of New 
York. 

9 That, notwithstanding such opposition, Panhard 

Oil Corporation of New York continued in undis¬ 
turbed exclusive possession of said trade-mark “Panhard” 
for lubricating oils and greases, and the good will of the 
business in which used, in Interstate commerce in the 
United States and with foreign countries, and has ever 
since so continued to be. 

12. That plaintiff herein in good faith bought the said 
trade-mark and the good will of the business in which used 
for lubricating oils and greases, without notice, actual or 
constructive, of the said application for re-registration 
nor of said Opposition No. 4617, and that such lack of 
notice was due to the said laches, non-user and/or aban¬ 
donment in this country of said Panhard & Levassor, and 
which laches, non-user and/or abandonment still continues. 
That plaintiff paid for such trade-mark, business, and 
good will a sum in excess of $25,000 as of January 1, 1927, 
and that thereafter, on March 30, 1927, the said Panhard 
& Levassor filed petition for cancellation of said trade¬ 
mark registration No. 90,329, again falsely and fraudu¬ 
lently alleging damage (whereas, in fact, it had no business 
to be damaged and was, furthermore, guilty of laches), 
and praying cancellation of said mark. That thereafter 
plaintiff herein answered on the merits, but thereafter, on 
motion of said Panhard & Levassor, the answer was 
stricken out, on the ground that right to the registration 
had been lost by the outcome of said unlawful Opposition 
No. 4617. That thereafter plaintiff herein appealed from 
said decision in said Cancellation No. 1569 to the Commis¬ 
sioner of Patents, who, on May 9, 1928, affirmed the de¬ 
cision striking out the answer, and which decision was in 
turn affirmed, April 10, 1930, by the United States Court 
of Customs and Patent Appeals. On October 13, 1930 
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petition for writ of certiorari was denied py the Supreme 
Court of the United States. Plaintiff is advised by coun¬ 
sel that said decision and said denial of the writ 

10 are not final but are a departmental decision sub¬ 
ject to review in Equity because based upon an 

erroneous construction of the Trade-Mark ^.ct of 1905 and 
refusal of the defendant to receive and consider newly dis¬ 
covered evidence, and is unconstitutional in that it de¬ 
prives plaintiff herein of its vested property in said regis¬ 
tration, said foreign registrations and the good will of the 
domestic and foreign business in which used, without due 
process of law and without consideration of the facts. 

13. That plaintiff has not had due process of law, in that 
the Court of Customs and Patent Appeals and the Com¬ 
missioner of Patents have erroneously cohstrued Section 
6 of the Trade Mark Act of 1905 relating t oppositions to 
applications for registration and the provisions of Section 
13 of the same Act relating to cancellation! of duly issued 
certificates of registration, and Section 21, in that the said 
Statute does not, in its terms or by implication, provide 
that the Commissioner of Patents can cancel a certificate 
of registration, except in accordance with [Sections 13 and 
21, “after a hearing”, but that plaintiff herein has not 
had the hearing required by the Statute as to its said 
Registration No. 90,329, inasmuch as its apswer was arbi¬ 
trarily and unlawfully stricken from the! record without 
any opportunity to plaintiff herein to content the sufficiency 
of the allegations of the petition for cancellation and to 
support the affirmative defense of abandonment offered, 
and other matters discovered or arising sjnce. 

That among the matters and evidence newly discovered 
by plaintiff since its predecessor answered! the said Oppo¬ 
sition and since plaintiff answered said Cancellation and 
which were only discovered by present counsel for plaintiff 
after the appeal to said Court of Customs and Patent Ap¬ 
peals had been perfected and subsequent fo August 1928, 
in addition to the new matters set hp in the respee- 

11 tive petitions to reopen said Opposition and said 
Cancellation, are an original bill in 1904 showing an 

Interstate sale of lubricating oil and/or grease by George 
A. Haws, marked “Panhard”; various papers, exhibits, 
affidavits, minutes of testimony, and orders in Haws v. 
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Alexander, all of which new matters plaintiff is advised 
and believes are material and relevant to its cause of ac¬ 
tion herein stated, and could not sooner have been dis¬ 
covered in the possession of the outside person from whom 
obtained. 

That the Trade-Mark Act of 1905 does not provide that 
a decision in an opposition based on a different state of 
facts, and not directly involving a prior issue and prima 
facie valid certificate of registration, shall authorize the 
Commissioner of Patents, without hearing, to cancel such 
certificate of registration. 

That the Court and the Patent Office have further errone¬ 
ously held, in effect, that one registration for a given mark 
does not exhaust the right of registration under the Stat¬ 
ute, whereas that was the true intent of the Act, in view of 
the provision of Section 12 of the Act providing for re¬ 
newal by application made within six months of expiration, 
which six-months period will not commence to run until 
August 18, 1932, wherefore any attempt at re-registration 
of an unexpired trade-mark was wholly unauthorized by 
law and all proceedings thereunder null, void, and of no 
effect. 

14. That, pending hearing of the said appeal by the 
Court of Customs and Patent Appeals, plaintiff filed with 
the Commissioner of Patents, petition and affidavits to re¬ 
open said Opposition No. 4617, which the Commissioner 
held pending decision of the Court of Customs and Patent 
Appeals, and thereafter, on the 1st day of May, 1930, 

denied, without passing upon the merits of the case, 
12 the petition made by plaintiff to reopen the said 
opposition and to determine the same on the merits. 

That the proceedings in said Opposition No. 4617 and the 
petition to reopen were certified to the Court of Customs 
and Patent Appeals in a supplemental record, which record 
was not considered by the Court in its decision, thereby 
leaving the Commissioner of Patents, defendant here, free 
to consider said petition on its merits, but which he has 
refused to do or to give good reasons for so refusing. 

15. That, since the rendition of the said decision of the 
Court of Customs and Patent Appeals, plaintiff has filed a 
verified petition to reopen the said Cancellation No. 1569, 
on the grounds of newly discovered evidence, non-user by 
Panhard & Levassor, and other grounds, which petition 
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was, on the 25th day of July, 1930, denied by the Commis¬ 
sioner of Patents, defendant here. 

16. Plaintiff makes profert of the printed transcript of 
record in said Cancellation No. 1569 and the said supple¬ 
mental record setting forth the proceedings ip said Opposi¬ 
tion No. 4617, and the petition and record on certiorari, and 
also of the original or certified copy of saitjl certificate of 
registration No. 90,329, of the assignments, or certified 
copies thereof, to plaintiff, of said foreign registrations, or 
certified copies thereof, and also of original or certified 
copies of the papers and proceedings in Haws vs. Alex¬ 
ander, and all decisions and other papers herein pleaded 
and not elsewhere proffered. 

17. That the Commissioner of Patents, defendant here, 
now threatens, under color of the said decision of the Court 
of Customs and Patent Appeals, which vjas not on the 
merits, and therefore not final and without dpe authority of 
law, to cancel the said trade-mark registration No. 90,329, 

unless restrained by injunction of i:his Honorable 
13 Court, preliminary as well as permanent; that such 
cancellation will irreparably damage plaintiff in its 
interstate as well as its foreign business in lubricating oils 
and greases under the said trade-mark “Iranhard”; and 
that such cancellation is not in accord with the scope, in¬ 
tent, and meaning of the Trade-Mark Ajct of 1905, as 
amended, or other statutes governing the defendant herein; 
and that such cancellation will deprive plaintiff of its prop¬ 
erty without due process of law and contrary to the Consti¬ 
tution and Statutes of the United States; and plaintiff fur¬ 
ther shows that it has no remedy at law or other relief save 
from the conscience of this Honorable Coqrt. 

Plaintiff, therefore, prays: 

I. That a writ of subpoena ad respondendum be issued 
out of this Court, directing the said defendant as Commis¬ 
sioner of Patents to make full, true, and complete answer 
to this complaint, an answer under oath being hereby ex¬ 
pressly waived. 

II. That a writ of injunction be issued, temporary pend¬ 
ing this suit and permanent thereafter, enjoining the said 
defendant as Commissioner of Patents and/or his successor 
or successors as such from canceling said certificate of 
registration No. 90,329 pending the order of this Court. 
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III. That a temporary restraining order issue, (pending 
return of order to show cause why a preliminary injunction 
should not issue continuing said restraining order) re¬ 
straining said defendant as Commissioner of Patents from 
canceling said certificate of registration No. 90,329 pending 
the order of this Court. 

IY. For such other and further relief as in the premises 
may seem just; and for costs. 

PANHARD OIL CORPORATION, 
By JAS. V. IVERSON, 

Vice-President . 

JULIAN S. WOOSTER, 

Solicitor for Plaintiff. 

CONWAY P. COE. 

14 United States of America, 

State of Neiv York, 

County of New York, ss: 

James V. Iverson, being duly sworn, deposes and says: 
That he is a resident of New York, New York, and is the 
Vice-President of the plaintiff above named, and that he has 
read the contents of said bill of complaint and knows same 
to be true, except as to matters therein stated to be on in¬ 
formation and belief, as to which matters he believes them 
to be true; that he is advised by counsel that the said bill 
of complaint is well founded in law; that he believes the 
defendant in the acts complained of has acted without due 
process of law; that, to the best of his knowledge, informa¬ 
tion, and belief, the said Panhard & Levassor has not now 
and never has had any right prior to or superior to that of 
plaintiff to the said trade-mark for lubricating oils and 
greases; and that cancellation of said trade-mark without 
hearing on the merits will irreparably damage plaintiff and 
will deprive it of its property without just or any recom¬ 
pense, in that it will hand over to others plaintiff’s valuable 
and going business in lubricating oils and greases under the 
said trade-mark “Panhard” in foreign countries, particu¬ 
larly Cuba and Venezuela. Defendant further says that 
plaintiff has no office or agent in the District of Columbia 
and for that reason makes this affidavit in New York. 

JAS. V. IVERSON. 
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Subscribed and sworn to before me this 16th day of Oc¬ 
tober, 1930. ! 

[seal.] GRACE FRfTSCH, 

Notary Public. 

Notary Public, New York County. 

Commission expires March 30, 1931. 
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Motion to Dismiss. 
Filed December 3, 1930. 


Now comes Thomas E. Robertson, Commissioner of Pat¬ 
ents, defendant herein, and moves that th^ Bill of Com- 

on the follow- 


no authority, 


plaint in the above entitled case be dismissed 
ing grounds: 

First. That this Honorable Court has 
under the statutes, to review a decision of the Court of 
Customs and Patent Appeals rendered on an appeal from 
the decision of the Commissioner of Patents. 

Second. That the Commissioner of Patents is not a 
proper party to this suit and the proper partly is not joined 
herein since, as appears from the Bill of Complaint, the 
action complained of was rendered in a cancellation pro¬ 
ceeding instituted in the Patent Office undei[ the authority 
of Section 13 of the Trade-Mark Act of 1905^ in which pro¬ 
ceeding the petitioner for cancellation was Societe 
Anonyme des Anciens Etablissements Panh^rd & Levassor 
and the registrant, the respondent in that j proceeding, is 
the plaintiff herein. ! 

Section 9 of the Trade-Mark Act of February 20, 1905 
provides that any party to an application for the cancella¬ 
tion of the registration of a trade-mark, who is dissatisfied 
with the decision of the Commissioner of Patents, may ap¬ 
peal to the Court of Appeals of the District of Columbia 
“on complying with the conditions required in case of an 
appeal from the decision of the Commissioner by an ap¬ 
plicant for patent.’’ By the Act of 1929 the jurisdiction of 
appeals from the Commissioner of Patents theretofore 
vested in the Court of Appeals of the Districtj of Columbia is 
vested in the Court of Customs and Patent Appeals. Sec¬ 
tion 4911 of the Revised Statutes (U. S. Cod<i, Title 35, Sec. 
59a) provides that an applicant who is dissatisfied with the 



14 


PANHARD OIL CORPORATION - VS. 


decision of the Board of Appeals in the Patent Office may 
appeal to the Court of Appeals of the District of 

16 Columbia (now by the Act of 1929 the Court of 
Customs and Patent Appeals) “in which case he 

waives his right to proceed under Section 4915 of the Re¬ 
vised Statutes.” Section 4914 of the Revised Statutes 
(U. S. Code, Title 35, Sec. 62) provides that the Court, on 
appeal, shall render its decision and return a certificate 
thereof to the Patent Office to be entered of record therein, 
which “shall govern the further proceedings in the case.” 

As stated in the bill, a decision was rendered by the Com¬ 
missioner of Patents affirming the decision of the examiner 
of interferences and holding that the registration obtained 
by plaintiff’s predecessor and owned by plaintiff should be 
cancelled; appeal was duly taken from that decision to the 
Court of Customs and Patent Appeals, which affirmed the 
decision of the Commissioner of Patents. The decision of 
the Court of Customs and Patent Appeals was rendered on 
April 10, 1930 and appears in Volume 396 0. G., p. 881; 39 
F. (2d) 496. 

All questions raised by this bill were, or could have been, 
raised in the Court of Customs and Patent Appeals and 
the decision of that Cohrt affirmed the decision of the Com¬ 
missioner of Patents and, under the express terms of the 
statute, must control further proceedings in the Patent 
Office. 

There is no statute which gives to this Honorable Court 
a right to review the action of the Court of Customs and 
Patent Appeals. 

By the express language of Section 4911 R. S. (35 
U. S. C. A. 59), as amended by the Act of March 2,1927 the 
right to proceed under Section 4915 R. S. (35 U. S. C. A. 63) 
was waived by the plaintiff herein when it took its appeal 
to the Court of Customs and Patent Appeals. 

Moreover, since the Commissioner of Patents is bound 
by the decision of the Court of Customs and Patent 

17 Appeals, he can make no answer herein except to re¬ 
fer to that decision, and for this Court to render a 

decision on the question whether it was properly held that 
plaintiff’s trade-mark registration should be cancelled is 
to adjudicate a question put in issue in the Patent Office be¬ 
tween the petitioner ! for cancellation, a non-resident of 
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the District of Columbia, and the plaintiff, who is not made 
a party to this proceeding herein. 

It is therefore submitted that the Bill of Complaint 
should be dismissed at the cost of the plaintiff. 

THOMAS E. ROBERTSON, 

Commissioner of Patents. 

T. A. HOSTETLER. 

Amendment to Bill of Complaint. 

Filed October 23, 1931. 

******* 

Now comes Plaintiff by its solicitor and, pursuant to 
leave of Court, amends the bill of complaint herein, as fol¬ 
lows: 

In paragraph 2, line 5, after “Columbia’ 1 insert:—and 
the Trade Mark Act of 1905 as amended, U. S. C. A., Title 
15, Sections 81-109, inclusive, and particularly Section 17 
of said Act (U. S. C. A. Section 97).— ! 

J. S. WOOSTER, 

Solicitor fipr Plaintiff. 

Dated New York, N. Y., October 21, 1931. 

Memorandum. 

November 7, 1931.—Motion to Dismiss Bill granted by 
Wheat, Chief Justice. 

18 Petition for Rehearing and Reargument . 

Filed November 21, 1931. 

* * * * * * * 

Under date of November 9, 1931, the Clerjv has advised 
Counsel as follows: “Motion to dismiss bijLl granted by 
Chief Justice Wheat.” ! 

The plaintiff, believing that the Court has! erred in sus¬ 
taining the motion, and pursuant to Equity Rule 45 of this 
Court, respectfully petitions that rehearing and oral reargu¬ 
ment be granted, and for reason therefor show s: 

1. The ground or grounds upon which ^he motion is 
granted are not stated, and may be some or all of the fol¬ 
lowing : 
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(a) Defects of law or fact in tlie bill which may be cured 
by amendment. 

(b) Defects of law or fact in the bill which no amendment 
could cure. 

(c) Lack of jurisdiction, which might be cured by amend¬ 
ment, or the bill brought under the wrong Statute or Stat¬ 
utes, which might be cured by amendment. 

(d) Want of necessary parties. 

2. Depending upon the ground or grounds of dismissal, 
the plaintiff may or may not have a direct appeal to the 
Supreme Court of the United States, or alternatively to the 
Court of Appeals of the District of Columbia, or only to the 
latter, which plaintiff can only determine after a more defi¬ 
nite ruling bv this Court. 

3. The bill of complaint alleges that the defendant has 
not acted within the scope, intent and meaning of the Trade 
Mark Act, and therefore asks a judicial construction by this 
Court of such Act and particularly Sections 6, 9, 12, 13, 17 
and 21 thereof, and injunction against defendant in his offi¬ 
cial capacity. Plaintiff is not advised by the notice from the 

Clerk, how this Court has construed the said Act as a 
19 whole and the particular Sections mentioned, nor why 
answer is not required, nor why injunction is refused. 

4. The bill of complaint alleges a value in excess of $25,- 
000.00, and that plaintiff would be irreparably damaged if 
its registration is canceled, and that it has no other remedy 
save by this suit, and the bill further alleges in substance 
that it has been denied all relief in the Patent Office by way 
of reopening the proceedings there. The bill further al¬ 
leges that plaintiff has newly discovered evidence which it 
did not have at the time the Patent Office made its original 
decision in the Opposition, upon which all subsequent deci¬ 
sions on motions to dismiss have been based. The bill of 
complaint further alleges that the French Company had no 
Statutory grounds for either Opposition or Cancellation, and 
that its proceedings therein were based upon false and 
fraudulent allegations in that at the time or times alleged it 
had no going business in the United States capable of being 
damaged under the Statute, and if it at any time had any, 
had long since abandoned same and has now abandoned 
same. 
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Taking the facts alleged as true on motion to dismiss, 
plaintiff believes it has a case in Equity. 

Blease et al. vs. Safety Transit Co. (C. C. A. 4), 50 
Fed. (2nd) 852, 854 (citing cases). 

National Remedy Co. vs. Hyde, Sec. et al. (App. 
D. C.), 50 Fed. (2nd) 1066. 

Waite et al. v. Macy et al. 246 U. S. 606. 

5. At the argument, plaintiff’s counsel stated that the 
decision of the Court of Customs and Pateijt Appeals in the 
Cancellation (on a law point only), was a departmental ad¬ 
visory, and not a final judicial decision, citing 

Postum vs. California, 272 TJ. S. 693.! 

U. S. ex rel. Steinmetz vs. Allen, 19 tf. S. 543. 

20 The Postum case is approved inj Keller et al. v. 

Potomac Electric Power Co. et al., 2pl U. S. 443, and 
the latter and the Postum cases in Federal Radio Commis¬ 
sion v. General Electric Co. et al., 281 U. S. 467, 468. 

If in the instant case, this Court considers decisions of 
the Court of Customs and Patent Appeal^ final in appeals 
from the Patent Office, it is respectfully submitted that the 
cited cases hold to the contrary. 

6. The time allowed at the preceding hearing was insuffi¬ 
cient for counsel for plaintiff to argue the case as fully as 
he had prepared for argument, and his Request for addi¬ 
tional time was denied. From the argument of solicitor for 
defendant, counsel for plaintiff believes that the Court er¬ 
roneously assumed that plaintiff should have removed the 
Cancellation proceeding to this Court under B. S. 4915 from 
the Patent Office, if plaintiff intended to tome here at all. 
Since the oral argument, plaintiff has beerl advised that on 
November 3,1931 the Circuit Court of Appeals for the Sixth 
Circuit has definitely held that a patentee in a patent inter¬ 
ference cannot remove to this Court from tjie decision of the 
Board of Appeals, but must go to the Court of Customs and 
Patent Appeals. Heidbrink v. McKesson (C. C. A. 6) Nov. 
3,1931, following MacGregor vs. Chesterfield 31 F. (2d) 791. 
By parity of reasoning, a registrant of a Itrade-mark must 
appeal to the Court, as did plaintiff here] if a trade-mark 
registrant is subject to Patent Statute B.| S. 4915. Plain- 

2—5734a 
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tiff denies that a Trade Mark Registration is subject to Sec. 
4915. 

Hence, contrary to the motion, plaintiff had no election 
in the Patent Office, and therefore has not waived its right 
to sue in this Court. 

Where Congress omitted reference to Trade Marks in re¬ 
writing Sec. 4915, a Court should not assume such 
21 omission to be an inadvertence, nor should a Court, 
by granting a motion to dismiss, in effect so hold, or 
in effect rewrite the Statute. 

Mergenthaler vs. Seymour, C. D. 1894, 186, principally 
relied upon by defendant, was under old R. S. 4915, where 
there was an adverse party in Michigan, and has no ap¬ 
plication to the present R. S. 4915, especially as now con¬ 
strued in Heidbrink v. McKesson, supra. In the instant 
case, there is no adverse party but defendant, and no re¬ 
lief is asked against anyone else. The French Company, 
as stated at the argument, is a foreign non-resident, and 
cannot be served, but might intervene. 

It is believed that the issues here raised should be tried 
on pleadings and evidence rather than on summary motion. 

Accordingly, inasmuch as counsel for plaintiff believes 
that it is error to dismiss the Bill on motion, and has evi¬ 
dently failed to make his position sufficiently clear for the 
Court to make findings of fact and of law under Equity 
Rule 70V*> of this Court (effective Oct. 1, 1930), it is re¬ 
spectfully asked that reargument and rehearing be .had in 
order that the Court may reconsider and deny the motion, 
or sustain it and make findings, that justice be done in the 
premises. 

Affidavit of merits is attached hereto. 

Respectfully, 

JULIAN S. WOOSTER, 

Solicitor for Plaintiff. 

JULIAN S. WOOSTER, 

CONWAY P. COE, 

Counsel. 

New York, N. Y., Nov. 19, 1931. 

22 Affidavit in Support of Petition for Rehearing. 

******* 

Julian S. Wooster, being duly sworn, deposes and says: 
That he is a member of the Bar of this Court, and was 
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admitted after examination about 1902, and |is also a mem¬ 
ber of the Bar of the Supreme Court of the United States 
and of the Courts of the States of Connecticut and New 
York. That he was first retained by plaihtiff about Au¬ 
gust 1928 after Cancellation No. 1569 had| been decided 
adversely to plaintiff by the Assistant Commissioner of 
Patents on the ground of res adjudicata on motion to strike 
answer and after appeal had been taken by the prior coun¬ 
sel for plaintiff to the Court of Appeals of the District of 
Columbia (subsequently transferred to the Court of Cus¬ 
toms and Patent Appeals). That the printed Transcript 
of Record in said Cancellation was thereafter received by 
deponent in early October, 1928. That as soon as being 
retained by plaintiff, deponent diligently endeavored to 
have the prior Opposition No. 4617 against Plaintiff’s 
predecessor reopened by the Commissioner of Patents who 
held it in abeyance pending decision of this Court in the 
Cancellation. That subsequently on motion of deponent, 
the Court of Customs and Patent Appeals had the entire 
Opposition record certified up. That subsequently the 
Court on the Cancellation record alone affirmed the de¬ 
cision of the Assistant Commissioner solely on the ques¬ 
tion of law, and after such decision deponent endeavored 
to have the Commissioner, defendant here, reopen the Can¬ 
cellation, all such efforts being unsuccessful even though 
supported by documentary evidence and affidavits show¬ 
ing newly discovered evidence, fraud on the part of the 
French Company which brought said Opposition and Can¬ 
cellation, and lack of notice, and good faith by plaintiff. 

Deponent after exhaustive examination of Trade Mark 
and other applicable laws, and of many departmental and 
court decisions, verily believes that the defendant 
23 Commissioner here has misconstrued and misapplied 
the Trade Mark Law against plaintiff on the facts 
shown by the bill of complaint and not challenged by the 
motion to dismiss, and that such misconstruction will 
irreparably damage plaintiff. 

Deponent states that this petition for rehearing is brought 
in good faith and not for purposes of delay, but in the be¬ 
lief that it is error to dismiss the Bill, and that rehearing 
and reargument will clarify and simplify the issues and aid 
the Court in making its findings of law and fact under the 
Rules. 
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Deponent further states that if he takes an appeal from 
a general order of dismissal, he might be censurable by 
the Appellate Court for not asking this rehearing. 

! JULIAN S. WOOSTER. 

Subscribed and sworn to before me this 19th day of No¬ 
vember, 1931. 

[seal.] GRACE FRITSCH, 

Notary Public, Neiv York County. 

Commission expires March 30, 1933. 

Memorandum. 

December 2, 1931.—Motion for Rehearing and Reargu¬ 
ment overruled by Wheat, Chief Justice. 

24 Motion to Add to Record . 

Filed April 4, 1932. 

******* 

The plaintiff moves to add to the record in the above 
case the following papers of which profert was made in 
the bill of complaint: 

1. Original petition for cancellation and affidavits of 
James V. Iverson and William H. Conant, these papers 
being a part of the transcript of record on the petition for 
writ of certiorari before the Supreme Court of the United 
States. 

2. Petition to reopen the cancellation proceedings and 
accompanying affidavits and decision of the Assistant Com¬ 
missioner denying said petition. 

Certified copies of the above-named papers are attached 
hereto. The plaintiff believes that these papers should be 
made a part of the record for purposes of appeal and that 
they will assist the Court of Appeals in reaching a decision. 
It is therefore requested that they be made a part of the 
record before this Court so that they may be printed as a 
part of the record on appeal. 

Respectfully submitted, 

J. S. WOOSTER, 
Attorney for Plaintiff . 
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Receipt of the above motion is hereby acknowledged this 
3*0 day of March, 1932. 

T. A. HOSTjETLER, 
Attorney fbr Defendant . 

Approved. 

A. A. W., 

Justice . 


25 Filed April 4,1932. 

Department of Commerce, United States 
To all persons to whom these presents shall 


Patent Office, 
come, Greeting: 

i 

This is to certify that the annexed is a trite copy from the 


records of this office of Petition for Cancellation, filed 
March 30, 1927, in the matter of Cancellation Proceeding 
Number 1569, Societe Anonyme Des Antiens Etablisse- 
ments Panhard & Levassor vs. George A. Jftaws (Panhard 
Oil Corporation, Assignee, Substituted), 'jfrade Mark for 
Lubricating Oils and Greases. 

In testimony whereof I have hereunto set my hand and 
caused the seal of the Patent Office to be affixed, at the City 
of Washington, this twenty-eighth day oj March, in the 
year of our Lord one thousand nine hundred and thirty-two 
and of the Independence of the United Sthtes of America 
the one hundred and fifty-sixth. 

[seal.] THOMAS E. ROBERTSON, 

Commissioner of Patents . 

Attest: j 

D. E. WILSON, ! 

Chief of Division. 

26 Docket Division, U. S. Patent Officj, Mar. 30, 1927. 

1569. i 

To the Commissioner of Patents: 

In the matter of trade mark No. 90,329, registered Febru¬ 
ary 18th, 1913, by George A. Haws, a firm, of New York, in 
the County and State of New York, we, Societe Anonyme 
des Anciens Etablissements Panhard & levassor, located 
at 19, Avenue d’lvry, in the City of Paris, Republic of 
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France, deem ourselves injured by said registration and 
hereby apply for the cancellation thereof. 

The grounds for cancellation are as follows: 

1. That your petitioner is a manufacturer of automo¬ 
biles, automobile parts, automobile accessories and power 
boats, and is a dealer in lubricating oils and greases, is 
located at 19, Avenue d’lvrv, in the City of Paris, Republic 
of France, and including its predecessors in title has been 
engaged in such business for more than thirty years. 

2. That the trade mark in issue Pan hard was originated 

by the predecessors of the petitioner and is its exclusive 

property for automobiles and parts thereof, automobile 

accessories, power boats, and lubricating oils and greases, 

and has been used in commerce with the United States and 

with numerous countries throughout the world since prior 

to the vear 1900. 

%> 

3. That the registrant, George A. Haws, has no title to 
the mark nor has any successor to such registrant any title 
to the mark Paxhard for lubricating oils and greases. 

4. That the exclusive title to said trade mark Panhard 
for lubricating oils and greases in France, in the United 
States and in other countries of the world lies in your peti¬ 
tioner and your petitioner has not parted with said title. 

5. That in a proceeding in the U. S. Patent Office wherein 

the Panhard Oil Corporation was the applicant and 
27 your petitioner was the opposer, wherein the mark 
consisted of the word “Panhard” for lubricating oils 
and greases, the opposition was sustained and it was held 
that the Panhard Oil Corporation had no title to such 
registration, said opposition being numbered 4617. 

6. That said registration of Panhard for lubricating 
oils and greases, No. 90,329, has caused confusion in the 
trade and is damaging to your petitioner. 

7. Two specimens of the mark as used by the petitioner 
are attached hereto. 

Wherefore your petitioner prays that this registration 
be cancelled and for such other and further relief as may 
be deemed adequate bv the Commissioner of Patents. 

SOCIETE ANONYME DES ANCIENS 
ETABLISSEMENTS PANHARD & 
LEVASSOR, 

By PAUL PANHARD, 

Managing Director. 
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i 

United States Consulate General, 

City of Paris, 

Republic of France, ss: j 

Paul Panhard, being duly sworn, depose^ and says that 
he is the managing director of Societe Anpnyme des An- 
ciens Etablissements Panhard & Levassor, the petitioner 
mentioned in the foregoing application fdr cancellation; 
that he has read and signed the same and knows the con¬ 
tents thereof, and that the same is true of jhis own knowl¬ 
edge, except as to the matters therein stated to be alleged 
upon information and belief, and as to those matters he 
believes it to be true. I 

PAUL PANHARD. 

I 

28 Sworn to before me this 25 day of [February, 1927. 

JOHN Rj WOOD, 

\U. S. Consul . 

John R. Wood, Vice-Consul of the United States of 
America at Paris, France. j 

2031. I 

American Consular Service Fee Stamp, |2. 

Filed April 4,1932. 

I 

Department of Commerce, United States Patent Office. 

To all persons to whom these presents shapcome,Greeting: 

This is to certify that the annexed is a trite copy from the 
records of this office of the Affidavits of Jpmes V. Iverson 
and William H. Conant, forming part of Paper 61, filed 
November 16, 1928, in the matter of Opposition Number 
4617, Societe Anonyme Des Aneiens Etablissements Pan- 
hard & Levassor vs. Panhard Oil Corporation, Trade-Mark 
for Lubricating Oils and Greases. j 

In testimony whereof I have hereunto ^et my hand and 
caused the seal of the Patent Office to be affixed, at the City 
of Washington, this twenty-fourth day c|f March, in the 
year of our Lord one thousand nine hundred and thirty-two 
and of the Independence of the United States of America 
the one hundred and fifty-sixth. 

[seal.] THOMAS E. ROBERTSON, 

Commissioner of Patents . 

Attest: j 

D. E. WILSON, 

Chief of Division. j 
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29 Docket Division, U. S. Patent Office, Nov. 16,1928. 

United States Patent Office. 

Opposition #4617. 

Societe Axoxyme des Axciexs Etablissemexts Paxhard & 

Levassor 

v. 

Paxhard Oil Corporation. 

Affidavit of Jaynes V. Iverson in Support of Petition to 

Reopeyi and Intervene. 

State of New York, 

County of Xeiv York , ss: 

James Y. Iverson, being duly sworn, deposes and says: 
that he is of mature age; that he is Vice President and 
Treasurer of Panhard Oil Corporation of Delaware, which 
corporation was organized December 31, 1926. 

On January 1, 1922 or thereabouts, I became connected 
with the New York Lubricating Oil Company, a corpora¬ 
tion of New York, which has been in existence since about 
1893, in the business of manufacturing, compounding and 
selling lubricating oils and greases. About January 23, 
1923, I became Vice President and a Director of New York 
Lubricating Oil Company, and have also been Treasurer 
since about November 30, 1925. 

Shortly after I became connected with the New York 
* 

Lubricating Oil Company, I became aware of a competing 
brand of lubricating oils and greases known as “Panhard”, 
which had at one time been manufactured by George A. 
Haws, Inc., a New York corporation, and later by its suc¬ 
cessor Panhard Oil Corporation, a New York corporation. 
About the middle of 1926, I first met Mr. William 

30 H. Conant, who at that time was General Manager 
of Panhard Oil Corporation of New York, in con¬ 
nection with some negotiations for the acquisition by my 
company of the assets, trade marks and good will of said 
Panhard Oil Corporation of New York. These negotia¬ 
tions continued during the remainder of the year 1926, at 
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the end of which year a contract was made between my 
company and the Panhard New York Coippany, whereby 
the former took over certain of the assets and all of the 
trade marks and good will of said Panhard New York 
Company, among which trade marks was the aforesaid 
“Panhard” mark, and registrations of same in the United 
States # 90,329 dated February 18, 1913; in California 
# 5353, dated November 14, 1911; in Venezuela, #1385 
dated July 18,1913; in Norway # 3360, dated June 4,1915; 
in Ecuador, # 58, folio 16/166 dated October 30, 1913; in 
Brazil # 3847, dated August 4, 1913; in Uruguay, # 13,593 
dated November 3, 1923; in Spain # 42,53i dated Febru¬ 
ary 21, 1923; in Colombia # 3524, dated September 24, 
1923; in Chile 30,196 dated June 2, 1923; ih Bolivia # 280 
dated May 5, 1924; in Argentine # 70,690 dated June 14, 
1922; and in Cuba # 38,468 dated April 17, 1923. 

In order to hold these “Panhard” trade linarks and good 
will and certain other trade marks, your petitioner, Pan- 
hard Oil Corporation of Delaware, was forpned on Decem¬ 
ber 31, 1926, and at the request of New Y6rk Lubricating 
Oil Company, Panhard Oil Corporation of New York did 
on January 21, 1927, assign to said Panhard Oil Corpora¬ 
tion of Delaware, its successors and assigns “its entire 
right, title and interest in and to all of the trade names and 
trade marks adopted, used and owned by Panhard Oil Cor¬ 
poration (N. Y.) and the registrations thereof; including 
the trade marks hereinbefore specifically enumerated and 
the registrations thereof, together with the good will of the 
business in connection with which the sa^d trade names 
and trade marks are used”, and Panhard of New 
31 York had further agreed to execute such further 
instruments as might be necessary to effectuate the 
transfer under the laws of the various jurisdictions and 
countries in proper form for recording. 

Throughout the negotiations in which I fully participated 
which led up to the incorporation of petitioner, Panhard 
Oil Corporation of Delaware, neither Panhard Oil Corpo¬ 
ration of New York nor any of its officers, directors, stock¬ 
holders or employees directly or indirectly told New York 
Lubricating Oil Company or me personalia that the “ Pan- 
hard’ ’ trade mark (which was one of the main considera¬ 
tions to us in making the deal owing to its long uninter¬ 
rupted and widespread territorial distribution), was or 
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had been in controversy in the United States Patent Office. 
We were at all times led to believe that this “Panhard” 
mark was beyond conti + oversyand absolutely unquestioned. 

Panhard Oil Corporation of Delaware thereupon took 
over the said trade mark “Panhard” and good will in good 
faith as of December 31, 1926, and immediately began to 
most actively advertise the brand in the various countries 
above mentioned, as well as in the United States, and to 
date has spent at least One Hundred thousand dollars in 
promoting and popularizing this brand in the United 
States, Spanish American countries, and Greece. Prior to 
May 5, 1927, when we received notice of petition by Pan- 
hard & Levassor for cancellation of “Panhard” U. S. 
Trade Mark zt 90,329,! we had entered into a number of 
binding contracts both in the United States and foreign 
countries calling for the delivery of substantial quantities 
of “Panhard” oils and greases, and now has- a number of 
long term contracts in force. These contracts were made in 
reliance upon the information and advice of our counsel 
that we had full right to the “Panhard” trade mark. 
32 The order of May 5, 1927, instituting Cancellation 
=1569 against Trade Mark Certificate #90,329, and 
the petition, was sent by the Patent Office to Panhard Oil 
Corporation of New York, but neither was sent to nor seen 
bv me until after the Commissioner of Patents in 1928 had 
ordered the cancellatin of the mark. I did know there was 
such a proceeding on but was informed by said William H. 
Conant and Thomas A. Hill, Esq., the attorney representing 
my corporation in said proceeding, that in their opinion the 
decision in Opposition #4617 amounted to nothing and that 
we could win the cancellation proceeding on the merits. 
The first knowledge I had of Opposition Proceedings #4617 
was when I heard about the cancellation proceeding being 
brought. 

As soon as notice of the cancellation was received, of¬ 
ficers of Panhard of Delaware conferred with officers of 
Panhard of New York, and upon recommendation of Pan- 
hard of New York, its attorney, Mr. Hill, was chosen to 
defend the cancellation proceeding, he having been recom¬ 
mended by Panhard of New York because of having ap¬ 
peared for it in the opposition proceedings and having ad¬ 
vised it, as I am informed and believe, not to contest the 
opposition. Before employing said Hill, however, I caused 



I 


THOMAS E. ROBERTSON, COMMR. OF PATENTS. 27 

my company’s general counsel to make an investigation of 
the standing and reputation of said Thomas A, Hill, among 
lawyers specializing in patent, trade mark and registration 
proceedings, and practicing before the United States Pat¬ 
ent Office, for the purpose of determining hit ability and 
competency to represent my company in said proceeding, 
our general counsel having advised us that it was necessary 
for the proper protection of our interests that an expert 
specializing in that branch of the law be retained to repre¬ 
sent my company in said proceedings. Leslie H. Buckler, 
Esq., a member of the firm of Glenn & Canter, who 
33 represent us as general counsel, thereafter advised 
me that he had made a careful investigation of the 
standing, reputation and general ability of safd Thomas A. 
Hill among that branch of the profession specializing in 
such matters and that he had been informed that the stand¬ 
ing and reputation of said Hill were of the highest and that 
said Hill was considered as being well able by experience 
and scholarship in such matters to represent, my company 
in said matter; furthermore that he had beerj informed by 
the attorney for said Panhard of New York that they con¬ 
sidered said Hill as well able to protect the interests of my 
company in connection with said matter. Agr. Buckler is 
not now within the State of New York and is not available 
to make an affidavit for use on this application. I am fur¬ 
ther informed and believe that said Hill had advised Pan- 
hard Oil Corporation of New York during the opposition 
not to withdraw this application Serial No 1 172,552 filed 
November 25,1922 involved therein, but to ambid it to bring 
it under the Trade Mark Act of March 19, 19^0 so as not to 
be subject to opposition, which amendment I further under¬ 
stand was never considered. 

I as an officer of Panhard Oil Corporation of Delaware 
and. my associates therefore relied in good faith upon the 
advice of Mr. Hill that the adverse decision against the 
mark “Panhard” in the opposition was of no moment, and 
that the cancellation proceeding could be contested on the 
merits by the filing of an answer. This answer was there¬ 
after filed as appears in the transcript of record in the 
Court of Appeals of the District of Columbia April Term 
1928, Patent Appeal Docket 2265, but said answer contains 
several errors and omissions. The answer refers to “an¬ 
swering registrant,” contains the seal of Paiihard Oil Cor- 
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poration of Delaware but was erroneously signed by John 
H. Pardee as President although he was connected 
34 with the supervisory management of the company. 

I further observe that the assignment mentioned in 
paragraph 3 of the answer was not annexed to the answer 
as stated, nor were the recording date and liber page filled 
out. 

Again, in said transcript of record the notice of appeal 
was given by “Panhard Oil Corporation, a corporation of 
the State of New York * * *, assignee of George A. 

Haws” and further stated that it was “the owner of the 
trade mark ‘Panhard’ registered in the United States Pat¬ 
ent Office on February 18, 1913, #90,329 * * 

neither of which allegations was true in point of fact. 
Until I saw this transcript of record I believed that the 
answer in the Patent Office and the notice of appeal had 
been taken in proper form by Panhard Oil Corporation of 
Delaware. 

The answer in the cancellation was filed about July 14, 

1927, and on July 27, 1927, the petitioner, Messrs. Panhard 

& Levassor, filed a motion for judgment on the pleadings, 

which motion was heard bv the Examiner of Interferences 

* 

and granted on September 22, 1927. 

As soon as Mr. Hill notified us of the adverse decision of 
September 22,1927, in the cancellation, I called a conference 
at my office with Mr. Conant, who had been General Man¬ 
ager of Panhard Oil Corporation of Delaware since Jan¬ 
uary 3, 1927 (but not a director), and our general counsel. 
Mr. Conant and I were very much surprised and upset over 
this decision and directed Mr. Buckler to urge said Thomas 
A. Hill, the special patent counsel retained in said matter, 
to take every step possible to have that decision reversed 
and to take such other measures as he could in order to 


maintain our rights. Our counsel stated that it was most 
emphatically the opinion of said Hill that the decision in 
Opposition 4617 did not control or prejudge this case, and 
had again stated to him that on appeal to the Commissioner 
of Patents the decision striking out our answer and 
35 ordering cancellation of our trade mark would be 
reversed. Our counsel further informed us that by 


reason of his aforesaid investigation of Mr. Hill and of said 


HilPs reputed experience and ability in such matters he had 
confidence in this opinion of said Hill. Neither at this con- 
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ference nor before nor after did either oujr patent or onr 
general counsel intimate or suggest that the proper course 
to pursue under the circumstances was to tnove to reopen 
the opposition. 

Upon the assurance of Mr. Hill who was recommended 
to us as a specialist and expert in such matters as afore¬ 
said, that the appeal was well founded in fact and in law 
and that he felt confident of reversal, we authorized the 
appeal to the Commissioner of Patents, gnd were again 
disappointed when on May 9, 1928, the Assistant Commis¬ 
sioner of Patents filed a decision upholding the decision 
of the Examiner of Interferences, and directed cancella¬ 
tion of our certificate unless reversed op appeal. After 
consultations and still in reliance upon \he previous in¬ 
formation of said Thomas A. Hill, we iiistructed him to 
appeal to the Court of Appeals of the Distinct of Columbia, 
or to take such other and further proceedings as might be 
necessary properly to protect our interests. Said appeal 
was I am informed and verily believe, duly perfected and 
the record filed October 16, 1928. We left the preparation 
of this record in the hands of Mr. Hill, and now find that 
it is not only erroneous as above pointed out, but is also 
incomplete in that it does not contain the; motion by peti¬ 
tioner on which the decisions appealed from were based. 

During the summer of 1928 while the Record was being 
printed (which used considerable time because of the vaca¬ 
tion season), we, meaning myself acting for Panhard Oil 
Corporation of Delaware, and Mr. Conafit, General Man¬ 
ager, became fully convinced that our interests had not 
been properly taken care of, and that new counsel 
36 should be retained. Without knowing any law or 
practice, we felt that we had beeji deceived as to 
matters of fact and law in contesting the cancellation with¬ 
out seeking to reopen the opposition, ahd also that our 
previous special patent counsel retained ip this matter had 
been negligent and incompetent in handling both cases and 
had not fully advised us of the actual facts and the law 
in either case. We started to locate new patent counsel 
during the month of August, but did npt actually retain 
new patent counsel until October 8, 19&8. We had in¬ 
structed Mr. Hill during the first part of August, 1928, to 
turn over all our papers in both the opposition and the 
cancellation proceedings to Julian S. Wooster, Esq., 233 
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Broadway, New York City, whom we had asked to look 
into the matter as promptly as possible and advise us what 
should be done. Mr. Wooster sought to get papers from 
Mr. Hill before leaving on August 31st for his three weeks 
vacation, but could not get any, and he and I only got 
some of the papers in both cases, but neither complete, 
on October 4,1928. Mr. Wooster immediately took the mat¬ 
ters in charge and we formally retained him on October 8, 
1928, when he advised opposing counsel Messrs. Mock & 
Blum to this effect. Since Mr. Wooster took the papers, 
he has been after me several times to complete his files 
and supply missing papers, and information, which I have 
been largely unable to do because I found on examination 
that our files were incomplete, and I thereupon instructed 
Mr. Wooster to obtain the necessary copies from the Patent 
Office. 

Since October 8th I with Mr. Conant have had several 
conferences with Mr. Wooster and have instructed him to 
take whatever measures he can or are advisable to main¬ 
tain our rights. 

As I am informed and believe “Panhard” was first 

adopted by George A. Haws in 1904, and has been 
37 continuously and exclusively used since in this 

countrv and other countries as a trade mark for 
•* 

lubricating oils and greases by him individually, his firm, 
his assignee corporation, which afterwards changed to 
Panhard Oil Corporation of New York, and since Decem¬ 
ber 31, 1926 by the present owner, Panhard Oil Corpora¬ 
tion of Delaware. I am further informed and believe that 
in 1909 the right of Haws to the mark was confirmed by 
the Supreme Court of the State of New York, 1st Depart¬ 
ment, in a suit entitled G . A. Haius et al. v. H . T. Alex¬ 
ander <£ Company after final hearing on the merits, in 
which the said defendant Alexander & Company claimed 
to be the duly authorized agent and licensee for value in 
this country of Messrs. Panhard & Levassor of France 
(which I believe to be the opposer and petitioner in the 
above mentioned opposition and cancellation proceedings 
respectively, or its predecessors in interest), and that said 
decree and judgment in said suit against Alexander are 
conclusively binding on and res adjudicata against Messrs. 
Panhard & Levassor opposer and cancellation petitioner 
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above mentioned. During all of my connection with the 
oil business in the United States and foreign countries 
where our “Panhard” oil has been sold, it has always been 
marked “Panhard” “Regd. U. S. Pat. Office”, and Messrs. 
Panhard & Levassor have never to my knowledge asserted 
an adverse or superior right nor claimed any damage, con¬ 
fusion or deception by reason thereof as against automo¬ 
biles and accessories, or lubricating oils and greases gen¬ 
erally sold by them under the “P. & L.” trade mark as 
annexed to their petition for cancellation, oil 4 ‘Panhard” 
or “Panhard and Levassor”. On information and belief 
I aver that oils under such mark or marks are not and 
have not been sold in the United States or other countries 
where our “Panhard” brand has been established for up¬ 
wards of twenty years last past. 

To date from January 1, 1927, our sales of “Panhard” 
oil products, have been in excess of $275,000. From 
38 January 1, 1918, to December 31, 19^6, the books 
show aggregate sales in excess of $1J500,000.00 of 
“Panhard” oils and greases. 

I have read and understand the interrogatories and an¬ 
swers thereto in Opposition 4617 on which t^ie opposition 
was sustained, and consider that same do not make out even 
a prima facie case of damage or confusion uikder the Stat¬ 
ute or use of the same or equivalent trade Quarks in con¬ 
flicting territory, and am further advised j:hat Panhard 
Oil Corporation of Delaware has a full and complete an¬ 
swer thereto. 

I am further advised that Panhard & Levassor are guilty 
of laches in that under the circumstances of this case they 
did not petition for cancellation of our trade jnark #90,329 
bv at least December 1925, which would hate given both 
Panhard Oil Corporation of New York, and those who 
formed our Company on December 31, 1926, notice of the 
claims of Messrs. Panhard & Levassor. To my knowledge, 
since my connection with the business in 1921, Messrs. Pan- 
hard & Levassor have never directly or indirectly notified 
any of our jobbers or any of their customers pnywhere that 
our “Panhard” oil as sold by us conflicted in any way with 
any lubricating oils, greases or other goods sold by Panhard 
& Levassor. While we were in good faith apd for a valu¬ 
able consideration forming Panhard of Delaware and op- 


i 
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erating it for months thereafter without notice of any ad¬ 
verse claims of Panhard & Levassor, and investing sub¬ 
stantial additional money in exploiting the good will and 
reputation in the countries mentioned of our “Panhard’’ 
oil, and without any protest or objection of any kind from 
them, they did nothing. 

I aver that for our registration #90,329 to be now can¬ 
celled and registration denied us would not only irreparably 
damage us in the United States, without any corresponding 
benefit either to the public or Messrs. Panhard & 
39 Levassor, but would irreparably and incontestably 
damage us in several foreign countries such as Cuba 
and Venezuela where our registrations fail with our regis¬ 
tration #90,329, the result of which would be to wholly 
destroy our substantial trade in those countries built up 
through many years of continuous and diligent effort and 
practically exclude our goods from those countries. Such 
result would permit Panhard & Levassor without any ex¬ 
penditure of capital or sales effort and without any good 
will to completely capture our brand, our trade and our 
good will in those countries. 

This affidavit is made in support of petition to reopen 
said opposition #4617 for the purpose of permitting us to 
contest same by way of oral or written cross-interrogatories 
to the witnesses who ’testified for Messrs. Panhard & Levas¬ 
sor on prima facie in this opposition and to take testimony 
in our own behalf. 

This affidavit is furthermore made in good faith and with¬ 
out intention to unduly delay future proceedings which 
may be had upon re-opening, and is made as promptly 
as circumstances would permit after being advised by coun¬ 
sel that same is necessary in order that justice and equity 
be done in the premises. 

It has been suggested to me that we should consent as 
a condition of re-opening this opposition to dismissal of 
the appeal in cancellation #1569. I am advised by counsel 
that if said appeal is simply dismissed, such dismissal will 
be on the merits and render the Patent Office decision final. 
That would irreparably damage us because it would auto¬ 
matically render void our Panhard registrations in Cuba 
#38,468 and in Venezuela #1385, and possibly others, and 
we could only re-register there at some indefinite time in 
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the future upon receiving a new certificate of registration 
for “Panhard” based on said application #172,552, 

40 filed November 25, 1922. 

Dated November 15, 1928. : 

JAMES J. IVERSON. 

Sworn to and subscribed before me t^iis 15th day of 
November, 1928. 

[seal.] EDWARD FOSTER. 

I 

Notary public, Nassau County. 

New York County Clerk’s No. 641. 

New York Co. Register’s No. 9458. 

Commission expires March 30, 1929. 

Docket Division, U. S. Patent Office, Nov. 16, 1928. 

United States Patent Office. 

Opposition #4617. 

! 

Societe Anonyme des Anciens Etablisse^ents Pan hard & 

Levassor 

v ’ ! 

Pan hard Oil Corporation. 

Affidavit of William II. Conant in Support of Petition to 

Reopen and Intervene. 

State of New York, 

County of New York, $s: j 

William H. Conant, being duly sworn, Reposes and says: 

I am of mature age, and between August, 1924, and 
December 31, 1926, was General Manage}' of Panhard Oil 
Corporation of New York, which companf as of December 
31, 1926, by assignment dated January 21^, 1927 sold all of 
its trade marks to Panhard Oil Corporation of Delaware, 
petitioner herein, including the following relating to the 
trade mark “Panhard” for lubricating oils and greases: 
U. S. #90,329 dated February IS, 1913; California 

41 #5353, dated November 14, 1911; Venezuela, #1385 
dated July 18, 1913; Norway #3360, dated June 4, 

3—5734a 
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1915; Ecuador, #58, folio 16/166 dated October 30, 1913; 
Brazil #3847, dated August 4, 1913; Uruguay, #13,593 
dated November 3, 1923; Spain #42,531, dated February 
21, 1923; Colombia #3524, dated September 24, 1923; 
Chile 30,196 dated June 2, 1923; Bolivia #280 dated May 
5, 1924; Argentine #70,690 dated June 14, 1922; and Cuba 
#38,468 dated April 17, 1923. 

As General Manager of the New York company, I had 
considerable to do with the negotiations starting about the 
middle of 1926 between the New York company and the 
New York Lubricating Oil Company which led up to the 
assignment of the aforesaid trade marks by the New York 
company to Panhard Oil Corporation of Delaware. 

Shortly before I had become General Manager of Pan- 
hard of New York, Michael J. Martin, who had been Presi¬ 
dent and active Manager of this company, suffered a severe 
stroke of paralysis which permanently incapacitated him 
from further business. He is still alive, but has been un¬ 
able to transact any business whatever, or communicate his 
thoughts, since April 1924. Panhard Oil Corporation of 
New York has been inactive since December 31, 1926, and is 
shortly to be liquidated and dissolved. 

I understand generally the proceedings which were had 
in Opposition #4617 involving the trade mark ‘ 4 Panhard’’ 
for lubricating oils and greases, and state my connection 
therewith and knowledge thereof as follows: 

When I entered the business in August 1924 under the 
emergency created by the illness of Mr. Martin, the busi¬ 
ness was in chaotic condition with no source of information 
about trade mark matters available. The first distinct 
recollection I have of Opposition #4617 is discussions in 
November and December 1924 which led to the appointment 
of Mr. Hill as attorney. The matter had probably come up 
previously in connection with the withdrawal of Mr. 
42 Bourne as attorney on November 19, 1924, and 
whether or not cross-interrogatories should be filed 
by the New York company on or before November 24, 1924, 
as required by the Examiner’s order of November 3, 1924. 
The matter was still in abeyance on November 22, 1924 
because I as General Manager made a stipulation with 
attorneys for the opposer obtaining a further extension to 
December 24, 1924, which stipulation was approved Novem¬ 
ber 26, 1924. 
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The purpose of my making this stipulation and obtaining 
the additional time was to familiarize myself with the situ¬ 
ation as far as I could in view of the incapacity of Mr. 
Martin; the death (as I was informed) of Mr. Gardner 
who had filed the application involved in t|ie opposition; 
and the withdrawal of Mr. Bourne; which put upon me the 
necessity of finding out what I could and then retaining 
new counsel to protect our interests. As I recall, Mr. 
Bourne upon his withdrawal had turned the opposition file 
of papers over to me and about the early part of December 
1924 it was decided to retain Thomas A. Hill, Esq., as attor¬ 
ney, and I believe I sent the entire file including interroga¬ 
tories to him with the request that he inform me of the 
facts and advise our procedure. 

I instructed Mr. Hill at this time that it was not our in¬ 
tention or desire to abandon the trade maf-k “Fanhard” 
or have our right thereto (which had been ih exclusive and 
undisputed use by us and our predecessors since about 
1904) impaired in any way, as I knew it to be a valuable 
mark and material to the domestic and dxport business 
which we then had, and especially the latter. Mr. Hill 
afterwards telephoned me that he had carqfullv and fully 
examined the papers and said in words a^ near as I can 
recall: “This entire proceeding is wdiolly unnecessary and 
superfluous. No new trade mark shbuld have been 
43 applied for, for none is necessary. You have your 
existing and unquestioned ‘Panhard’ Registration and 
this proceeding should be disposed of with ai little work and 
expense as possible. I advise entering a perfunctory reply 
and allowing the case to close regardless o(f its immediate 
decision. You should take action against anyone who is 
infringing your old trade mark (meaning #90,329) but 
otherwise you need give no further attention to this mat¬ 
ter”. Mr. Hill at this time or a few days later said that he 
would require a power of attorney, which was executed by 
the Vice President, Mr. A. P. de Saas on December 22,1924, 
and filed by Mr. Hill about December 23, 1924. 

All I heard or knew from Mr. Hill is summarized in a 
letter he wrote the company on June 22, 1926 as follows: 

“I have yours of the 19th inst., re trade tnark opposition 
#4617. This matter was disposed of las^ December, the 
patent office holding that vou were not entitled to the regis- 
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tration. You will recall that I advised upon examination 
of your records that you expend no further time or money 
on this case. 

As I recall it, you attempted to register under S. N. 172,- 
552, your mark already registered Feb. 18/23, as No. 90329, 
covering the name “Panhard”. The reason for such pro¬ 
ceeding has always been a mystery to me, and as far as I 
can see served no purpose, except to involve you in litiga¬ 
tion. That litigation is now ended. You still have your 
original registration and your common law rights, and if 
the French Panhard concern is infringing your mark here, 
you should proceed with suit against them, otherwise your 
failure to enforce your rights will defeat your right to the 
name.” 

In reliance upon the information and instructions given 
by Mr. Hill, neither the company nor I did anything further 
in the opposition, as we continued to use the trade mark on 
all our domestic and export goods and continued to mark 
the containers “Regd. 17. S. Pat. Off.” in full assurance 
that our certificate #90,329 was fully valid and unim¬ 
paired, and that the application in the opposition had been 
withdrawn or otherwise treated so as not to affect the 
validity of certificate #90,329. I did not know anything 
about the ways and means of doing this and was not 
44 interested in it at the time after turning everything 
over to Mr. Hill and giving him full power of attor¬ 
ney in the application after receiving his statement that 
neither the application nor the opposition had anything to 
do with the strength of our position under the registered 
trade mark “Panhard”, #90,329. 

I have no recollection that Mr. Hill sent a copy of the 
opposition decision when filed on December 21, 1925, and 
state as a fact that he never advised me or the company 
that this decision (if he advised us of it) was a final de¬ 
cision on the merits, and which invalidated our certificate 
# 90,329, and I never had the remotest conception of any 
such result. 

The business in domestic and foreign sale of our “Pan- 
hard” oils went on all this time without any interference of 
any kind anywhere from the opposer, Messrs. Panhard & 
Levassor of France, and to this day this company has never 
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threatened or brought suit against us or any of our job¬ 
bers or distributors or customers anywhere or notified us 
or any of our jobbers, distributors or customers of any con¬ 
fusion, deception or unfair trade of any kind anywhere. 
None of our jobbers, distributors or customers has at any 
time complained of similarity or confusion or notified us 
of any competition in oils and greases from Messrs. Pan- 
hard & Levassor, nor have they encountered in their sev¬ 
eral territories oils and greases manufactured by Pan- 
hard & Levassor. 

Because of not having heard any more ajbout the opposi¬ 
tion and because of not having any objection or interfer¬ 
ence from Panhard & Levassor up to December 31, 1926, I 
entered into the sale to Panhard of Delaware in entire good 
faith, fully believing that our rights render certificate 
# 90,329 were in full force and effect an|l entirely unim¬ 
paired, and so far as my understanding twent the matter 
of the opposition was a completely closed incident and had 
been for more than a year. 

WILLIAM H. CONANT. 

45 Sworn to and subscribed before tne this 14th day 
of November, 1928. 

[seal.] EDWARD [POSTER, 

Notary Public, Nassau County . 

New York County Clerk’s No. 641. 

New York Co. Register’s No. 9458. 

Commission expires March 30,1929. 

Filed April 4,1932. 

Department of Commerce, United Stated Patent Office. 

To all persons to whom these presents shall come, Greet¬ 
ing: | 

This is to certify that the annexed is a true copy from 
the records of this office of Papers 41 and 50 in the matter 
of Cancellation Proceeding Number 1569, Societe Anonyme 
Des A-ciens Etablissements Panhard & Levassor vs. George 
A. Haws, Panhard Oil Corporation, Assignee, Substituted, 
Trade Mark for Lubricating Oils and Grehses. 

In testimony whereof I have hereunto set my hand and 
caused the seal of the Patent Office to be affixed, at fhe City 
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of Washington, this twenty-seventh day of November, in 
the year of our Lord one thousand nine hundred and thirty- 
one and of the Independence of the United States of 
America the one hundred and fifty-sixth. 

[seal.] THOMAS E. ROBERTSON, 

Commissioner of Patents . 

Attest * 

WILLIS B. MAGRUDER, 

Chief of Division . 

46 Commissioner of Patents, May 28, 1930. 

1569-41. 

United States Patent Office. 

Cancellation No. 1569. 

Societe Anonyme des Anciens Etablissements Panhard & 

Levassor 

V. 

Panhard Oil Corporation, Substituted Assignee of George 

A. Haws. 

Petition to Reopen Cancellation Proceedings . 

To the Hon. Commissioner of Patents. 

Sir: 

Your petitioner, Panhard Oil Corporation, a corporation 
organized and existing under the laws of the State of Dela¬ 
ware, respectfully shows: 

1. That it was duly incorporated under the laws of the 
State of Delaware on December 31, 1926, among other 
things to take over and hold trade marks and the good will 
thereto pertaining formerly held by Panhard Oil Corpora¬ 
tion, a corporation of New York (by change of name from 
George A. Haws, Inc.), its predecessor or predecessors in 
title, George A. Haws, a firm, and George A. Haws, an indi¬ 
vidual, among which trade marks and the good will thereto 
pertaining was “Panhard” for lubricating oils and greases 
and certificate of registration thereof # 90,329, dated Feb¬ 
ruary 18, 1913, and registrations of the same mark in Cali- 
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fornia, #5353, dated November 14, 1911); in Venezuela, 
# 1,385, dated July 18, 1913; in Norway # 3360, dated 
June 4, 1915; in Ecuador #58, folio 16/166 dated October 
30, 1913; in Brazil # 3847, dated August 4, 1913; in 
Uruguay, # 13,593, dated November 3, 1923; in Spain 
# 42,531, dated February 21, 19^3; in Colombia 

47 # 3524, dated September 24,1923; ip Chile # 30,196, 
dated June 2, 1923; in Bolivia # 2^0, dated May 5, 

1924; in Argentine # 70,690, dated June 14, 1922; and in 
Cuba # 38,468, dated April 17, 1923, and the good will of 
the business in which used, which it did take over by as¬ 
signment dated January 21, 1927, and with the express or 
implied warranty by said New York Company, assignor, 
that said trade mark was in all respects good and valid and 
fully protected by said main registration # 90,329 and 
corresponding foreign registrations. 

2. That on November 25, 1922, said Pahhard Oil Corpo¬ 
ration of New York, for reasons unknown to your peti¬ 
tioner and without the legal or other necessity therefor, 
caused application for reregistration of ^aid word “Pan- 
hard” to be filed, Serial No. 172,552, #hich application 
Serial No. 172,552 was published on April 3, 1923, and ac¬ 
knowledged ownership of said Certificate # 90,329. 

3. That on June 14, 1923 Opposition ^ 4617 was insti¬ 
tuted between the parties named, and notjice thereof given 
to said Panhard Oil Corporation of New York through its 
then attorney A. I. Gardner, Esq., New York, N. Y., now 
deceased. 

4. That thereafter interrogatories were propounded on 
behalf of opposer and were answered an4 filed in the Pat¬ 
ent Office. For reasons unknown to petitioner other than 
as stated in the accompanying affidavits of James V. Iver¬ 
son and William H. Conant filed November 16, 1928 with a 
petition to reopen said opposition, under the erroneous in¬ 
formation given to it by its then trade mark and patent 
counsel, that denial of the re-registration asked in the ap¬ 
plication would not prejudice or affect thb prima facie (by 
statute) validity of registration # 90,32^, nor collaterally 
impair such validity in an opposition proceeding under a 
section of the Statute other than that providing for cancel¬ 
lation of registered marks, default was made in said 

48 opposition. 

5. That the predecessor of petitioner, Panhard Oil 
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Corporation of New York, thereupon did default in the op¬ 
position, and went on in full enjoyment of the business 
thereto pertaining under said certificate #90,329, without 
itself abandoning the mark. That said Panhard Oil Cor¬ 
poration of New York, without notice to petitioner of either 
said application Ser. No. 172,552 or of this opposition 
#4617, as of December 31, 1926, sold said trademark 
“Panhard’ ’ and the good will of the business in which 
used for the above mentioned and other countries to pe¬ 
titioner, which in good faith, and in reliance upon the ex¬ 
press or implied representations made to it by said New 
York Company, continued use of the same mark, paid a 
valuable consideration therefor in excess of $25,000.00, and 
thereafter has in good faith, invested upwards of $100,- 
000.00 therein in advertising and promotion, and has in¬ 
curred contract liabilities for deliverv of “ Panhard” oils 

* . 

and greases, some of which were incurred before Messrs. 
Panhard & Levassor brought cancellation proceeding 
#1569, notice of which was given on May 7, 1927, without 
any express or implied abandonment to date. 

6. That on May 7, 1927, said Cancellation proceeding was 
instituted against said registration #90,329; that on July 
14, 1927, answer was filed by petitioner; and on July 27, 
1927, motion was filed for judgment on the pleadings which 
came on to be heard and was decided on September 22, 
1927; that appeal was taken and came on to be heard by 
The Commissioner of Patents, and decision was rendered 
on May 9, 1928; that thereafter appeal was taken and per¬ 
fected to the Court of Appeals of the District of Columbia 
(transferred to Court of Customs and Patent Appeals, 
Patent Appeal Docket #2265), which decision of the Com¬ 
missioner of Patents was affirmed by the Court of 
49 Customs and Patent Appeals on the 10th day of 
April, 1930. 

That thereafter the First Assistant Commissioner of 
Patents on the First; day of May, 1930, in a pro forma 
decision not passing on the merits of said petition to re¬ 
open said opposition #4617, filed* a decision denying the 
petition to reopen, notwithstanding that the Court of Cus¬ 
toms and Patent Appeals in its decision in the Cancella¬ 
tion, expressly left the matter of reopening the opposi¬ 
tion to be decided on the merits because it took care to 
point out that it had not passed upon the Supplemental 
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Record brought up in said Cancellation Appeal by writ of 
certiorari for diminution of the record. 

Said petition to reopen said opposition set up new facts 
and evidence which had been recently theretofore dis¬ 
covered by present counsel for Panhard Oil Corporation, 
and not previously considered or offered in evidence or 
passed upon by any tribunal. 

Such newly discovered evidence comprises among other 
things, the following: 

(a) Original bill for Interstate shipment of oil marked 
“ Panhard ” by George A. Haws in 1904. 

(b) Correspondence of 1905-1907 between attorneys for 
Panhard & Levassor (petitioner for cancellation herein) 
and attorneys for George A. Haws, wherein said Haws re¬ 
fused in 1905, 1906, 1907 to recognize an^ rights of said 
Panhard & Levassor. 

(c) Correspondence leading up to the suit brought in 
1909 in New York Supreme Court between George A. Haws 
and H. T. Alexander for common law infijingement of the 
trade-mark “Panhard”, including counterclaim by Alex¬ 
ander & Co. as licensee of Panhard & Levassor against 
Haws for similar relief; various pleadings, exhibits, de¬ 
crees, affidavits; minutes before Master on account- 

50 ing under interlocutory decree awarded Haws, final 
decree, etc., rendered in 1910 whereby Alexander 
was permanently enjoined and the counter claim dismissed 
on the merits. 

(d) Proof of the mental incompetence! of Michael J. 
Martin in 1924 and previously, who had been President 
of Panhard Oil Corporation of New York at the time the 
said application of 1922 was filed which led to said Opposi¬ 
tion #4617. 

(e) Proof of the decease of other people who, at the 
time, had knowledge of the reason for filing said 1922 
application. 

(f) Facts and circumstances leading to the purchase by 
Panhard Oil Corporation of Delaware of fcertain assets of 
Panhard Oil Corporation of New York as of Jan. 1, 1927, 
including the Trade Mark “Panhard” and the good will 
of the business in which used, without nptice of said op¬ 
position or of any right, title, claim or other interest of 
Panhard & Levassor in and to said trade mark and good 
will. 
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(f) Complete non-user of said trade mark by Panhard & 
Levassor in the United States at any time since 1904, ex¬ 
cept for the temporary enjoined use of its licensee Alex¬ 
ander & Co. about 1907-1909; particularly non-user by 
Panhard & Levassor at the time they filed opposition 
#4617, non-user since; non-user at the time they filed the 
petition for this Cancellation in or about March 1927, and 
non-user since in Interstate commerce or in commerce be¬ 
tween this country and foreign countries. 

(g) Abandonment by Panhard & Levassor of any rights, 
if it ever had any. 

(h) Res adjudicata against Panhard & Levassor by rea¬ 
son of said decision of the New York Supreme Court in 
Haws v. Alexander. 

That the declarations, affidavits, and other statements 
of record by Panhard & Levassor in said Opposition #4617 
and in this Cancellation are, if legally sufficient to 
51 give Panhard & Levassor any standing as against 
Panhard Oil Corporation, deceptive, fraudulent and 
perjured in attempting to make out that Panhard & Levas¬ 
sor have any common law right whatever in this country 
in said trade-mark “Panhard” for lubricating oils and 
greases. 

7. That Panhard Oil Corporation, having, as aforesaid, 
invested in excess of $100,000.00 in said business and said 
Trade-mark, in good faith, and having vested rights in 
said trade-mark by reason of said registration #90,329, 
in the countries aforesaid and particularly dependent regis¬ 
trations in Cuba and Venezuela, will be irreparably dam¬ 
aged as to its business, trade and good will in those and 
other countries by cancellation of said certificate #90,329. 

8. That cancellation of said certificate will not benefit 
Panhard & Levassor because thereby it cannot obtain any 
greater common law right in this country than it now has, 
which is nil, but that by reason of such cancellation, the 
trade of Panhard Oil Corporation in Cuba and Venezuela 
in lubricating oils and greases under the trade-mark 
“Panhard”, can be handed over to Panhard & Levassor 
in toto without any recompense or consideration to Pan- 
hard Oil Corporation, and without the investment by Pan- 
hard & Levassor in those countries, of anything for good 
will and advertising, all of which will irreparably injure 
Panhard Oil Corporation, and deprive it of its property 
without due process of law. 
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That inasmuch as cancellation is effective as of the day 
thereof, and as conditions have changed as before stated 
since these litigations were instituted, Panhard & Levassor 
have no going business, good will, or anything else to be 
damaged such as would necessitate cancellation of the said 
trade-mark #90,329, and that therefore, no statutory basis 
exists for such cancellation. 


It is respectfully petitioned that reference be had to the 
papers and exhibits forming part of the Supplement 
52 to the Record in the United States Court of Cus¬ 
toms and Patent Appeals, containing some but not 
all of the aforesaid new evidence, and whidh the Court ex¬ 
pressly did not pass upon as to the merits ip order to leave 
the Patent Office free to examine same on the merits. It 
is therefore now requested that the Cancellation be re¬ 
opened, that Panhard Oil Corporation be allowed to file a 
new answer on the merits, and that further proceedings 
be had according to the Statutes, the Rules and the ordi¬ 
nary course of Equity. 


PANHARD OIL CORPORATION, 
By J. S. WOOSTER, 

Attorney. 


New York, May 27, 1930. 

Copy received May 27, 1930. 

* 

Attorneys for Societe Anonyme des 


Anciens Etdblissemeiits Panhard & 
Levassor . 


United States Patent Office^ 
Cancellation No. 1569. 


Societe Anonyme des Anciens Etablissem]ents Panhard & 

Levassor 

v. 

Panhard Oil Corporation, Substituted Assignee of George 

A. Haws. 

Affidavit of Julian S. Wooster. 

Julian S. Wooster, being duly sworn, ddposes and says: 

I have read the foregoing petitiop to reopen said 
53 Cancellation and am familiar with the contents 
thereof, and as to the facts stated, know same to 
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be true, and as to matters stated on information and be¬ 
lief, believe same to be true. 

That since these proceedings were started and since I 
became counsel for Panhard Oil Corporation, about Oc¬ 
tober, 1928, I made diligent search in all Company records 
and in every other possible place, to discover new evidence, 
but failed to discover any until after long search in several 
law offices, I finallv located, bv the courtesv of a former 
counsel for Haws in the Alexander suit, all that was left 
of the papers and proceedings therein, which are now in 
my possession, and which have never been considered in 
any Patent Office proceeding, but which are necessary to 
be considered in order to determine the merits. 

I further state that as I understand the decision of the 
Court of Customs and Patent Appeals in this Cancella¬ 
tion, it has intentionally left the way open for the Patent 
Office to consider the new matters and things now alleged, 
as well as old ones on the merits. 

This petition is not put in for purposes of delay, but is 
filed in good faith and for the purpose of preventing an 
irreparable injury and damage to Panhard Oil Corpora¬ 
tion by an unjust decision not based upon the entire facts 
and records, and now showing facts establishing estoppel 
in fact and in law against Panhard & Levassor, and also 
that they have no right of registration, of opposition, or of 
cancellation against Panhard Oil Corporation, and if they 
over had any, have long since abandoned same, and are 
guiltv of laches. 

JULIAN S. WOOSTER. 

Sworn to and subscribed before me this 27th day of 
May, 1930. 

[notary seal.] GRACE FRITSCH, 

Notary Public, New York County . 

N. Y. Co. CPk No. 203, Reg. No. 1F68. 

Commission expires March 30, 1931. 

54 Copy received May 27, 1930. 


Attorneys for Societe Anonyme Des 
Anciens Etablissements Panhard & 
Levassor. 


THOMAS E. ROBERTSON, COMMR. OF PA 
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United States Patent Office. 

Cancellation No. 1569. 

Societe Anonyme des Anciens Etablissements Panhard & 

Levassor 

V. 


Panhard Oil Corporation, Substituted Assignee of George 

A. Haws. 

Affidavit of Service . j 

State of New York, 

County of New York, ss: 

Thelma Woge, being duly sworn, deposes and says: 

I am employed by Julian S. Wooster, an& at about 2:30 
P. M. today, I called at the office of Mock & Blum, 10 East 
40th Street, New York, N. Y., attorneys for Societe 
Anonyme Des Anciens Etablissements Panhhrd & Levassor 
in the above entitled Cancellation, and tendered them the 
original of the within Petition to Reopen s^id Cancellation 
with supporting affidavit, requesting acknowledgment of 
service or receipt of copy thereon, but such acknowledgment 
or receipt was refused. I thereupon left a true and correct 
copy of the within Petition, and make this affidavit that 
service was effected by the leaving of said cdpy at the regu¬ 
lar place of business of said Mock & Blum. 

I attach original copy of letter which was written while 
I waited and handed to me for delivery to A]tr. Wooster. 

THEtiMA WOGE. 

55 Sworn to and subscribed before me this 27th day 
of May, 1930. 

GRACE FRITSCH, 
Notary Public, New York County. 

N. Y. Co. Cl’k No. 203, Reg. No. 1F68. 

Commission expires March 30, 1931. 

i 
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Hugo Mock, Sher Blum. 

Cable Address: Mockblum, New York. Telephones: Ash¬ 
land 4638-3691. 

Mock & Blum, Counsellors-at-law, Patent and Trade-mark 
Causes, 10 East 40th Street, 27th Floor, New York. 

Julian S. Wooster, Esq., May 27th, 1930. 

233 Broadway, 

New York Citv. 

w 

Re Panhard Cancellation. 

Dear Sir: 

t 

Referring to your petition to reopen the cancellation pro¬ 
ceedings, we prefer not to accept service of papers. 

We take the position that the cancellation proceedings 
having been terminated by the decision of the Court of Ap¬ 
peals, we no longer have any authority except to appear 
specially in order to contest the jurisdiction of the Patent 
Office. 

We prefer that you make the usual affidavit of service so 
that we will not waive this point. 

Yours truly, 

MOCK & BLUM. 

AB/MG. 

56 Docket Clerk, Jul. 25, 1930, Copy Mailed. 

1569-50. 


kse. 


In the United States Patent Office. 

Societe Anonyme des Anciens Etablissements Panhard & 

Levassor 

v. 

George A. Haws, Panhard Oil Corporation, Assignee, Sub¬ 
stituted. 

Petition. 

Recorded Vol. 156, P. 428. 

Application for Cancellation, No. 1569, of Trade-mark 
Registration of George A. Haws, Panhard Oil Corpora¬ 
tion, Assignee, Substituted, Issued February 18,1913, No. 
90,329, for Lubricating Oils and Greases. 




47 


THOMAS E. ROBERTSON, COMMR. OF PATENTS. 


Messrs. Mock & Blum for Societe Anonyn^e des Anciens 
Etablissements Panhard & Levassor. 

Mr. Julian S. Wooster for George A. Hawi, Panhard Oil 
Corporation, Assignee, Substituted. 


Panhard Oil Corporation has presented a, petition that 
the cancellation proceedings terminated by the decision of 
the Court of Customs and Patent Appeals, -^pril 10, 1930, 
be reopened. Since the final judgment in the cancellation 
proceedings is that the matter was res adjudicate, by reason 
of the final judgment in opposition No. 4617, between the 
same parties and involving the same trade-njarks, the peti¬ 
tion to reopen the cancellation is in effect a petition to 
reopen the opposition proceedings and try the cause of 
action between these parties over again. 

A petition to reopen the opposition proceedings was 
denied under date of May 1, 1930. There is substantially 
nothing presented in support of the instant petition to re¬ 
open the cancellation that was not presented! in support of 
the petition to reopen the opposition proceedings. 

57 The history of these two contested proceedings 
and the ground upon which petitioner bases its re¬ 
quest for reopening have been set forth at lenJgth in the peti¬ 
tions which have been presented by respondent. There is 
no necessity for nor advantage in setting forth these mat¬ 
ters in detail here. It will be sufficient to note that in the 
opposition proceedings testimony in the nature of inter¬ 
rogatories was submitted on behalf of the opposer and in 
the answer filed by the present petitioner thfe record of the 
proceedings in the New York Supreme Court was recited. 
While the respondent here, applicant in the Opposition pro¬ 
ceedings, did not take testimony yet the exapiiner of inter¬ 
ferences had before him substantially all thht is presented 
in support of the present petition and a judgment sustain¬ 
ing the opposition was rendered and became final. It is 
not clear that the alleged poor advice givdn applicant in 
the opposition proceedings by its counsel Resulted in the 
judgment that was there entered or that such judgment 
would have been any different if a copy of the decree of 
the New York Supreme Court had been furnished and 
considered by the examiner of interferences. There would 
have remained the question of confusion of origin of goods 
because of the testimony presented on behalf of the op- 
poser of use of the name ‘‘Panhard’’ upon automobiles and 
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accessories and the probability that the public, seeing the 
same name upon oils and greases, would be led to believe 
that the latter’s goods had their origin with the oppower. 
The testimony there showed that other makers of automo¬ 
biles put out oils and'greases under the same names as 
those applied to their automobiles and accessories. 

There is no showing submitted that would at this late 
date justify the reopening of the opposition. As 
58 was stated in the decision of March 11,1929, suspend¬ 
ing action upon the petition to reopen the opposi¬ 
tion, there is no evidence whatever, and in fact the prob¬ 
ability is strongly to the contrary, that petitioner bought 
the assets of its predecessor of the same name, the New 
York Corporation, “Without notice actual or constructive 
of the opposition or of the decision therein”, as recited in 
the instant petition. The final decision in the opposition 
was rendered December 21, 1925, the petition for cancella¬ 
tion was filed March 30, 1927, and the decision of the ex¬ 
aminer of interferences sustaining such petition for can¬ 
cellation on the ground of res adjudicata by virtue of the 
decision in the opposition was rendered September 22,1927, 
so that the respondent in the case at bar was on this latter 
date aware of the vieWs of the examiner of interferences 
as to the effect of the judgment in the opposition. It was 
not until November 16, 1928, that any effort was made by 
the present petitioner to obtain a reopening of the opposi¬ 
tion. During this lapse of time the petitioner prosecuted 
its appeals from the decision of the examiner of interfer¬ 
ences sustaining the petition for cancellation on the ground 
of res adjudicata by reason of the judgment in the opposi¬ 
tion. 

It is deemed clear the instant petitioner delayed unduly 
in seeking the reopening of the opposition and, what is in 
effect the same, the reopening of the cancellation proceed¬ 
ings. Aside from this delay, a careful review of the cir¬ 
cumstances and the histories of the two proceedings is 
deemed to fully establish that neither the cancellation pro¬ 
ceedings nor the opposition proceedings should be reopened. 

The petition to reopen the cancellation proceedings is de¬ 
nied. 

July 25, 1930. 


W. A. KINNAN, 


First Assistant Commissioner . 
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Decree. 

Filed April 4, 1932. 
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This cause having come on to be heard on defendant’s 
motion to dismiss the Bill of Complaint and having been 
argued by counsel for the respective parties, and having 
been submitted to the Court, 

Now, therefore, upon consideration of the same, it is ad¬ 
judged, ordered and decreed that the Bill be, and the same 
is hereby, dismissed. 

ALFRED A. #HEAT, 

(fJhief Justice. 

Dated this 4th day of April, 1932. 

Approved as to form. 

J. S. WOOSTER, 

Attorney for Plaintiff. 

From the above decree the plaintiff notes an appeal to 
the Court of Appeals of the District of Columbia this 4th 
day of April, 1932. Bond on appeal is hereby affixed at 
One hundred Dollars, or $50.00 cash. 

ALFRED A. WHEAT, 

Chief Justice. 


* 


Memorandum. 

April 22, 1932.—$50 deposited in lieu of 
Appeal. 


Undertaking on 
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Assignment- of Error. 
Filed May 16, 1932. 


* 


The appellant’s specification of errors is as follows: 

1. The Court erred in dismissing the Bill of Complaint. 

2. The Court erred in granting the Motion to Dismiss. 

3. The Court erred in denying the Motion for Rehearing 
and Reargument. 

Respectfully, 

JULIAN S. WOOSTER, 

Attorney for Plaintiff. 


4—5734a 
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Service of the above Assignment- of Error is hereby 
acknowledged this 16th day of May, 1932'. 

T. A. HOSTETLER, 

Per J. R. S., 

Attorney for Defendant. 

Designatioyi of Record. 

Filed April 22, 1932. 

******* 

The Clerk will please prepare transcript for appeal in 
the above entitled cause including therein: 

1. Bill of complaint as amended. 

2. Motion to Dismiss. 

3. Motions card granting motion. 

4. Petition for rehearing and reargument. 

5. Affidavit in support of petition for rehearing. 

6. Motions card overruling petition. 

7. Motion to add to record. 

8. Original petition for cancellation and affidavits of 
James V. Iverson and William H. Conant. 

9. Petition to reopen the cancellation proceedings and 

accompanying affidavits. 

61 10. Decision of the Assistant Commissioner deny¬ 
ing said petition. 

11. Decree. 

12. Notice of Appeal. 

13. This Designation. 

Respectfulv, 

| J. S. WOOSTER, 

Attorney for Plaintiff. 

Service of the above Designation of Record is hereby 
acknowledged this 22nd day of April, 1932. 

T. A. HOSTETLER, 

Per J. R. S., 

Attorney for Defendant. 

62 Supreme Court of the District of Columbia. 

United States of America, 

District of Columbia , ss: 

I, Frank E. Cunningham, Clerk of the Supreme Court of 
the District of Columbia, hereby certify the foregoing 
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pages, numbered from 1 to 61, both inclusive, to be a true 
and correct transcript of the record, according to directions 
of counsel herein filed, copy of which is m^ide part of this 
transcript, in cause No. 52008 in Equity, wherein Panhard 
Oil Corporation is Plaintiff and Thomas lj. Robertson, as 
Commissioner of Patents, is Defendant, is the same re¬ 
mains upon the files and of record in said Court. 

In testimony whereof I hereunto subscribe my name and 
affix the seal of said Court, at the City of j Washington, in 
said District, this 30th day of June, 1932. j 

[Seal Supreme Court of the District of Columbia.] 

FRANK E. CUNNINGHAM, 

Cleric. 

Endorsed on cover: District of Columbia Supreme 
Court. No. 5734. Panhard Oil Corporation, a corpora¬ 
tion, appellant, vs. Thomas E. Robertson, is Commissioner 
of Patents. Court of Appeals, District of Columbia. Filed 
Jul. 1, 1932. Henry W. Hodges, Clerk. 
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Filed April 4, 1932. 
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This cause having come on to be heard on defendant’s 
motion to dismiss the Bill of Complaint and having been 
argued by counsel for the respective parties, and having 
been submitted to the Court, 

Now, therefore, upon consideration of the same, it is ad¬ 
judged, ordered and decreed that the Bill bO, and the same 
is hereby, dismissed. 

ALFRED A. WHEAT, 

Chief Justice . 

Dated this 4th day of April, 1932. 

Approved as to form. 

J. S. WOOSTER, | 

Attorney for Plaintiff. 

From the above decree the plaintiff notds an appeal to 
the Court of Appeals of the District of Columbia this 4th 
day of April, 1932. Bond on appeal is hereby affixed at 
One hundred Dollars, or $50.00 cash. 

ALFRED A. ^HEAT, 

Chief Justice . 

Memorandum. 

April 22, 1932.—$50 deposited in lieu of "pndertaking on 
Appeal. 
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Assignment- of Error. 
Filed May 16, 1932. 


* 


The appellant’s specification of errors is as follows: 

1. The Court erred in dismissing the Bill of Complaint. 

2. The Court erred in granting the Motion to Dismiss. 

3. The Court erred in denying the Motiop for Rehearing 

and Reargument. j 

Respectfully, 

JULIAN S. WOOSTER, 

Attorney for Plaintiff. 


4—5734a 
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Service of the above Assignment- of Error is hereby 
acknowledged this 16th day of May, 1932. 

T. A. HOSTETLER, 

Per J. R. S., 

Attorney for Defendant. 

Designation of Record. 

Filed April 22, 1932. 

*##*##* 

The Clerk will please prepare transcript for appeal in 
the above entitled cause including therein: 

1. Bill of complaint as amended. 

2. Motion to Dismiss. 

3. Motions card granting motion. 

4. Petition for rehearing and reargument. 

5. Affidavit in support of petition for rehearing. 

6. Motions card overruling petition. 

7. Motion to add to record. 

8. Original petition for cancellation and affidavits of 
James V. Iverson and William H. Conant. 

9. Petition to reopen the cancellation proceedings and 

accompanying affidavits. 

61 10. Decision of the Assistant Commissioner deny¬ 
ing said petition.’ 

11. Decree. 

12. Notice of Appeal. 

13. This Designation. 

Respectfulv, 

, J. S. WOOSTER, 

Attorney for Plaintiff. 

Service of the above Designation of Record is hereby 
acknowledged this 22nd dav of April, 1932. 

T. A. HOSTETLER, 

Per J. R. S., 

Attorney for Defendant. 

62 Supreme Court of the District of Columbia. 

United States of America, 

District of Columbia , $$: 

I, Frank E. Cunningham, Clerk of the Supreme Court of 
the District of Columbia, hereby certify the foregoing 
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pages, numbered from 1 to 61, both inclusive, to be a true 
and correct transcript of the record, according to directions 
of counsel herein filed, copy of which is mhde part of this 
transcript, in cause No. 52008 in Equity, ^herein Panhard 
Oil Corporation is Plaintiff and Thomas Ip. Robertson, as 
Commissioner of Patents, is Defendant, as the same re¬ 
mains upon the files and of record in said Court. 

In testimony whereof I hereunto subscribe my name and 
affix the seal of said Court, at the City of Washington, in 
said District, this 30th day of June, 1932. 

[Seal Supreme Court of the District of Columbia.] 

FRANK E. CUNNINGHAM, 

Clerk. 

Endorsed on cover: District of "Colombia Supreme 
Court. No. 5734. Panhard Oil Corporation, a corpora¬ 
tion, appellant, vs. Thomas E. Robertson, as Commissioner 
of Patents. Court of Appeals, District of (polumbia. Filed 
Jul. 1, 1932. Henry W. Hodges, Clerk. ! 
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IN THE 


Court of Appeals 

District of Columbia. 


No. 5734. 


Panhard Oil Corporation, 

Plaintiff-Appellant, 


vs . 


! 

Conway P. Coe, Commissioner of Patents, 

Defendant-Appellee. 


BRIEF FOR APPELLANT. 


Statement. 


This is an appeal from a decree of thej Supreme Court 
of the District of Columbia (Mr. Chief jjustice Wheat) 
dismissing plaintiff’s bill for an injunction restraining 
the Commissioner of Patents from canceling plaintiff’s 
trade-mark registration No. 90,329, dated February 18, 
1913. I 

The complaint was dismissed on motion of defendant 
before answer was filed, without opinion by the Court 
below. Petition of plaintiff for rehearing and findings 
of fact and law under Federal Equity Rule 70% was 
dismissed, without opinion or reasons ^tated. In view 
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of the absence of findings, this Court, as held in Parker 
v. St. Sure (C. C. A. 9), 53 F. (2d) 706, 709, “has inherent 
power to remand an equity case for further findings, if 
such findings are necessary to a proper exercise of its 
appellate jurisdiction.” See, also, Meadows v. Cheshire 
et al. (C. C. A. 4), 58 F. (2d) 628, where the case was 
remanded for findings of fact and conclusions of law. 

This appeal therefore involves the question of 
whether or not on its face the bill of complaint states 
a cause of action in Equity against the defendant. The 
bill generally shows that plaintiff and its predecessors 
in title have continuously and exclusively used the regis¬ 
tered trade-mark since 1904; that plaintiff has extended 
its business to foreign countries, particularly Cuba and 
Venezuela, wherein it has obtained corresponding regis¬ 
trations dependent upon the U. S. registration; has 
expended much money in so doing; that by reason thereof 
the U. S. registration and the foreign trade dependent 
thereon is property of which plaintiff should not be 
deprived without due process of law; that defendant 
in threatening to cancel plaintiff’s registration under 
color of a decision of the Court of Customs and Patent 
Appeals in a previous cancelation proceeding (39 F. 2nd 
496), hereinafter more fully discussed, has refused to 
follow the Trade-Mark Act of 1905 as amended, under 
which registration is granted and cancelation had; and 
that defendant in so doing has deprived plaintiff of its 
statutory right to a hearing before cancelation, and has 
acted arbitrarily and unjustly in denying plaintiff the 
right to show by newly discovered testimony and exhibits, 
and on the law why its registration should not be can¬ 
celed, notwithstanding the decision of the Court of 
Customs and Patent Appeals authorizing defendant, on a 
different record and state of facts than those pleaded 
herein in the bill of complaint, to cancel plaintiff’s regis¬ 
tration. 
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The motion to dismiss below was based on several 
grounds, viz., that the Court had, under the Statutes, no 
authority to “review” a decision of the Court of Customs 
and Patent Appeals; that the defendant was not a 
“proper” party and that the proper party was not 
joined; that plaintiff had waived its right to sue in Equity 
under Section 4915 R. S. by electing to appeal to the 
Court of Customs and Patent Appeals; that all questions 
raised by the bill were, or could have been, raised in the 
Court of Customs and Patent Appeals; and that defend¬ 
ant could make no answer herein except to rtefer to that 
decision. 

I 

i 

Assignment of Errors. 

i 

I 

1. The Court erred in dismissing the bill of com¬ 
plaint. 

2. The Court erred in granting the mdtion to dis¬ 
miss. | 

3. The Court erred in denying the motioijL for rehear¬ 
ing and reargument. j 

Jurisdiction. 

j 

The jurisdiction of this Court is invoked under the 
Code of the District of Columbia, Title 18, Sic. 26, copied 
in the Appendix, page 27. ! 

Jurisdiction of the Court below is invoked under the 
Code of the District of Columbia, Title 18, Sections 41, 
43 and 44, and U. S. C. A., Title 15, Sec. 97 (Trade-mark 
Act of 1905, Section 17) which gives the Supreme Court 
of the District of Columbia original jurisdiction, and this 
Court appellate jurisdiction of suits at law or in equity 

“respecting trade-marks registered i|n accordance 
with the provisions of this sub-division of this 
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chapter, arising thereunder, without regard to the 
amount in controversy” (printed in full in Ap¬ 
pendix). 

Since the Court below assigned no reason for dismiss¬ 
ing the bill of complaint, the grounds must be sought in 
the motion to dismiss (Rec., pp. 13-15). 

As to the first ground of motion, it is contended that 
this is not a suit to 44 review” the decision of the Court 
of Customs and Patent Appeals. That decision was 
merely based on the insufficiency in law of the answer 
which plaintiff had interposed in the cancelation pro¬ 
ceeding, and expressly left the defendant free to consider 
and pass on, in the first instance under his statutory 
authority and duty, the new matters of fact and law 
alleged by plaintiff in support of, its motions to reopen 
the cancelation and a previous opposition proceeding. 
Therefore, this suit is properly a suit to review the ad¬ 
ministrative decision of the defendant, who refused to 
consider the new facts and law offered by plaintiff, and 
in so doing has abused his discretion and acted in con¬ 
flict with the Trade-Mark statute which requires that a 
registrant have a hearing before his registration is can¬ 
celed. Plaintiff here has been denied any hearing, and 
the only way it could get it was to bring this action 
against the defendant to restrain him from canceling 
plaintiff’s registration until plaintiff has its day in court 
either in the Patent Office or in a trial court. Nothing 
which this Court is asked to decide on this appeal is in 
the slightest degree a review or overruling of the deci¬ 
sion of the Court of Customs and Patent Appeals in the 
cancelation proceeding. The Commissioner of Patents, 
whose decisions are administrative, is not authorized by 
any statute or decision to destroy substantial property 
rights as here pleaded; and if he threatens to do so, as 
here, the Equity Courts are Constitutionally and by 
Statute given jurisdiction to review such administrative 
decisions. 
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As to the contention that the defendant, Commis¬ 
sioner of Patents, was not a proper party, the answer 
is that he is the only one charged by Statute with author¬ 
ity to cancel a certificate of registration, d|ly and validly 
issued. A further answer is that the petitioner for can¬ 
celation is, as alleged in the bill of complaint, a corpora¬ 
tion of France, a non-resident of the District of Columbia 
and, so far as known by plaintiff at the tiihe of filing the 
bill, not domiciled in the United States. [Hence, even if 
made a party, it could not be served nor forced to appear, 
but could, upon proper grounds being shown, intervene 
as a party defendant. Consequently, the defendant is 
not only a proper, but a necessary and indispensable, 
party, and the French Company, petitioner for cancela¬ 
tion, may be a proper, but is not an indispensable, party. 

The next ground of the motion was that plaintiff had 
waived its right to sue in Equity under Sec tion 4915 R. S. 
by electing to appeal to the Court of Customs and Patent 
Appeals, but this is not a suit under Section 4915 R. S., 
and it will be shown hereafter that as present Section 
4915 R. S. has been authoritatively construed, plaintiff 
as a registrant had no election in the Patent Office can¬ 
celation to remove to the Supreme Court of the District 
of Columbia but could only appeal, as it did, to the Court 
of Customs and Patent Appeals, whose decision was ad¬ 
ministrative and not final. 

The next ground of motion in the Cohrt below was 
that all questions raised by this bill were, or could have 
been, raised in the Court of Customs and latent Appeals, 
to which the answer is distinctly negative because it, like 
other appellate courts, including this Couft, consistently 
rules that on appeal it will not examine de novo ques¬ 
tions of fact not passed upon below. Ii| this instance 
plaintiff in the cancelation proceedings soiight to and did 
obtain by certiorari on diminution of record in the Court 
of Customs and Patent Appeals, a substantial additional 
record relating to Opposition 4617 in the Patent Office. 
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This additional record was. then expressly declined to be 
passed upon, which left it open to be passed upon by 
the defendant upon remand of the case from the Court 
of Customs and Patent Appeals, but the defendant arbi¬ 
trarily and unlawfully refused to consider same, which 
led to this suit. 


History of the Case. 

The history of the case, as briefly as possible, is as 
follows: 

In 1904 one George A. Haws, doing business in New 
York City, adopted and used in interstate commerce the 
word “Panhard” as a trade-mark for lubricating oils 
and greases. In 1909, claiming exclusive use thereof and 
common law rights thereto, Haws brought suit against 
H. T. Alexander & Co. in the Supreme Court, County of 
New York, N. Y., and in 1910 obtained final decree sus¬ 
taining his complaint, awarding an injunction against 
Alexander and decreeing payment of $4,500.00, which was 
paid. Alexander had claimed title of licensee from 
Societe Anonyme Des Anciens Etablissements Panhard 
& Levassor (hereinafter called the “French Company’’) 
and interposed counterclaim asking for affirmative relief 
by way of injunction and accounting, both of which were 
denied. On February 18, 1913, certificate of registration 
No. 90,329 was issued by the Commissioner of Patents 
to George A. Haws, a firm (then composed of Michael J. 
Martin and Florence! A. Haws), in Class 15, oils and 
greases, covering this trade-mark. The decision of the 
Commissioner of Patents allowing such registration is 
reported in 3 Trade-Mark Keporter, page 109. 

The registrant later became a New York corporation 
under a similar name, and in about 1920 changed its name 
to Panhard Oil Corporation. Meanwhile the business 
had expanded into foreign territory, as alleged in the 
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bill of complaint, and various foreign registrations have 
been obtained, these in many instances beii^g dependent 
upon the aforesaid U. S. registration 90,329. In 1922 
Panhard Oil Corporation desired to re-register this mark 
in its own name and filed application thetrefor. This 
application, after being duly published, was opposed by 
the French Company in Opposition No. 4617. Upon ad¬ 
vice of then counsel for Panhard Oil Corporation it did 
not contest the Opposition by reason of already having 
the prior registration to which the French Company had 
never objected nor opposed before registration. Deposi¬ 
tions in the Opposition were taken by the French Com¬ 
pany and a decision was rendered by the Examiner of 
Trade-Mark Interferences on December 2l[, 1925, sus¬ 
taining the Opposition and holding that the applicant 
“was not entitled to the registration for ivhich it has 
made application Meanwhile, Panhard Oil Corpora¬ 
tion was exclusively using the mark, as it had always 
been doing, in the United States and the foreign coun¬ 
tries named in the bill of complaint without objection 
or litigation by the French Company or anybody else. 

As of January 1, 1926, Panhard Oil Corporation, of 
New York, sold certain of its assets, including its trade¬ 
mark, Reg. No. 90,329, the good will of the lousiness and 
its common law and foreign rights, to plaintiff, Panhard 
Oil Corporation of Delaware. The bill df complaint 
alleges that plaintiff, the Delaware corporation, took over 
this property and business in good faith for a substan¬ 
tial consideration in excess of $25,000 without notice of 
the said application of 1922 for re-registration and with¬ 
out notice of the adverse decision in the Opposition . 
Immediately after the decision of December 21, 1925, in 
the Opposition the French Company could l^ave, but did 
not, petition to cancel the 1913 registration No. 90,329 
here involved. 

However, the French Company did on Ma[rch 30,1927, 
file petition for cancelation. Plaintiff answered this 
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petition for cancelatioh and tendered, among other issues, 
a definite issue of abandonment by the French Company 
of any right it may have had. Upon motion, this answer 
was stricken as insufficient by the Examiner of Trade- 
Mark Interferences, which decision was affirmed on ap¬ 
peal by the Assistant Commissioner of Patents, and 
which decision on only this legal issue was affirmed by 
the Court of Customs and Patent Appeals, 39 F. (2d) 496. 
Certiorari was later denied by the Supreme Court (282 
U. S. 858), which was not an adjudication on the merits. 

Pending the appeal in the Cancelation, plaintiff, by 
verified petition and affidavit, applied to the defendant 
to reopen the Opposition. Decision was deferred pend¬ 
ing the appeal in the Court of Customs and Patent Ap¬ 
peals and immediately after the appeal the petition was 
denied. 

After the decision by the Court of Customs and 
Patent Appeals in the Cancelation, plaintiff filed peti¬ 
tion therein to defendant to reopen the Cancelation, which 
petition was also denied. This petition in the Cancela¬ 
tion, like the petition in the Opposition, was verified and 

sets forth a number of newlv discovered facts and evi- 

* 

dence which plaintiff had discovered since both the Oppo¬ 
sition and the Cancelation were instituted, and also sets 
forth that the French Company had lost any right it 
ever had by laches or non-user or abandonment, as to all 
of which the defendant here unjustly refused to consider 
or to hear witnesses and receive original, newly dis¬ 
covered documents. 

Thereafter plaintiff brought this suit against the de¬ 
fendant and, pending the termination thereof, defendant 
consented not to cancel plaintiff’s registration. 

Plaintiff therefore contends that the Court below, by 
refusing to review the administrative acts of defendant, 
and by summarily dismissing the bill of complaint, com¬ 
mitted reversible error. 
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Plaintiff’s Appeal to the Court of customs and 
Patent Appeals Was Not an “Election” under 
R. S. 4909 and R. S. 4911; the Decision of Said 
Court Was Administrative and Not Final, and 
Did Not Preclude Defendant from Granting 
Plaintiff the Relief Sought* 


Although this suit is nothing more qr less than a 
suit in equity to restrain the defendant Commissioner of 
Patents from unlawfully canceling plaintiq”s trade-mark 
registration until after plaintiff has had the statutory 
hearing, the defendant, on the motion to dismiss and on 
the motion for rehearing below, erroneously contended 
that this is a suit under R. S. 4915 and th^n proceeded to 
argue that plaintiff’s appeal to the Coqrt of Customs 
and Patent Appeals constituted an “election” under 
R. S. 4909 and R. S. 4911 and is a bar to the present suit. 
Defendant’s argument on this point is g^ven in the fol¬ 
lowing quotation from the memorandum £led by defend¬ 
ant’s solicitor in opposition to plaintiff’s motion for 
rehearing in the court below: 


“The fact of the matter is thqt prior to the 
filing of the Bill herein plaintiff elepted his remedy 
of appeal provided by the statutes, viz., Sections 
(Patent) 4909 R. S. and 4911 R. [S. and (Trade- 
Mark) Section 9, to the Court of Customs and 
Patent Appeals, and has prosecuted said appeal 
to a finality, and he is now not ^tn a position to 
begin all over again. 

To state the case more specifically, when plain¬ 
tiff Panhard (defendant in the cancellation pro¬ 
ceedings in the Patent Office) was £iven a decision 
against him in the Patent Office he had a choice 
of two remedies: 1st, Under Section 4911 R. S. 
(35 U. S. C. A. 59a) he could (and he did) appeal 
to the Court of Customs and Patqnt Appeals and 
thereby ‘he waives his right to proceed under Sec¬ 
tion 4915 of the Revised Statutes’; 2nd, He could 
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have proceeded by bill in equity under Section 
4915 R. S. ‘unless appeal has been taken * * * 
to the United States Court of Customs and Patent 
Appeals/ 

* i Having elected an appeal to the Court of Cus¬ 
toms and Patent Appeals, which expressly waives 
a suit in equity, and prosecuted it to a finality with 
his opponent (the petitioner for cancellation) 
plaintiff is not now in a position to ignore his oppo¬ 
nent and substitute the Commissioner of Patents 
in the place of his former opponent to try out the 
identical question, namely, 'Shall the Registration 
be cancelled!’ 

Prior to the Act of March 2, 1927, there was 
only one door open for review of statutory pro¬ 
ceedings in the Patent Office in patent and trade¬ 
mark matters, and that was to the Court of Ap¬ 
peals of the District of Columbia, and from there 
into equity under old Section 4915 R. S. The Act 
of March 2, 1927, opened a second but alternative 
door, namely, Bill in Equity under new Section 
4915 R. S. A dissatisfied applicant could elect 
either door hut not both.” (Italics as in original 
memorandum.) 

The fallacy of the above argument lies in the fact that 
plaintiff never had any election under R. S. 4909 or R. S. 
4911 after defendant’s decision of May 9, 1928, which 
affirmed the striking out of plaintiff’s answer in Can¬ 
celation No. 1569. After such decision by the defendant 
Commissioner of Patents, there was only one thing for 
plaintiff to do, namely, to appeal to the Court of Cus¬ 
toms and Patent Appeals under U. S. C. A., Title 15, 
Sec. 89 (Trade-Mark Act, Sec. 9), which is copied in the 
Appendix, page 33, and provides: 

“If an applicant for registration of a trade 
mark, * * * dr party to an application for the 
cancellation of the registration of a trade-mark, is 
dissatisfied with the decision of the Commissioner 
of Patents, he may appeal to the United States 
Court of Customs and Patent Appeals, * * 
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Plaintiff did appeal to the Court of Customs and Pat¬ 
ent Appeals under the above Section, but, ih so doing, he 
did not 44 elect” or “waive” anything under R. S. 4909, 
R. S. 4911, or any other statute. R. S. 4909 (U. S. C. A., 
Title 35, Sec. 57) appears in the Appendix, page 29, 
and provides for an appeal to the Board of Appeals by 
an applicant for a patent, or a party to an interference. 
R. S. 4911 (U. S. C. A., Title 35, Sec. 59^), Appendix, 
page 30, provides that -‘If any applicant fs dissatisfied 
with the decision of the board of appeals, he may appeal 
to the United States Court of Customs and Patent Ap¬ 
peals, in which case he waives his right to proceed under 
section 63 of this title. * * *” For U. S. & A., Title 35, 
Sec. 63 (R. S. 4915), see Appendix, page 31. Not only 
do these Sections specifically apply to an applicant for 
patent, but they further relate to appeals to and from the 
Board of Appeals, which has nothing to do with trade¬ 
marks. 

The above Sections have been construed py the Courts 
and held to apply only to an applicant for j patent. For 
example, in MacGregor v. Chesterfield (tb C., E. D. 
Mich., S. D.), 31 F. (2d) 791, Judge Tuttle had before 
him a bill in equity, filed by a patentee who had been de¬ 
feated in a Patent Office interference. Tjie defendant 
moved to dismiss the bill of complaint for lack of juris¬ 
diction. Judge Tuttle dismissed the bill, holding, page 
794: I 

“The evident intent of Congress I was that no 
party except an applicant may file a bill in the 
District Court to review the action of the Patent 
Office under either section 4911 or section 4915.” 

The above decision of Judge Tuttle was pited and ap¬ 
proved by the Circuit Court of Appeals for the Sixth Cir¬ 
cuit in Heidhrink v. McKesson, 53 F. (2d)| 321. In the 
latter case, a patent having issued to Heidhrink, certain 
claims therein were placed in interference (with McKes- 
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son’s pending application. Priority was awarded to the 
applicant McKesson. 1 No appeal was prosecuted to the 
Court of Customs and Patent Appeals, but, instead of 
so appealing, the patentee Heidbrink brought suit against 
McKesson in the District Court for the Western Division 
of the Northern District of Ohio, claiming the right to do 
so by virtue of R. S. 4915 (U. S. C. A., Title 35, Sec. 63) 
in view of R. S. 4911 (U. S. C. A., Title 35, Sec. 59a). 
The District Court dismissed the bill on the authority of 
MacGregor v. Chester field, supra . The Circuit Court of 
Appeals (Judges Denison, Hicks and Hickenlooper) 
affirmed the judgment of the District Court, Judge Hick¬ 
enlooper saying, page 322: 

“Sections 59a and 63 were not intended, we 
think, to open the door to a review in the District 
Court of every decision of the Board of Appeals, 
and a litigant can avail himself of the remedies 
there provided only if he brings his case within the 
conditions so expressly imposed. The decision in 
MacGregor v. Chesterfield, supra, is approved.” 

The above decisions were also followed by the Court 
of Customs and Patent Appeals in Farmer, et al . v. 
Schweyer, 58 F. (2d) 1056, and later by the same Court 
in Bloodhurt v. Levemier , 64 F. (2d) 367. In the former 
case Presiding Judge Graham said, page 1057: 

“Viewing these various provisions of the stat¬ 
ute together, we are of opinion that it was not 
intended by the language of section 4911 to 
authorize the filing of a bill in equity under sec¬ 
tion 4915, by a patentee. If a patentee is involved 
in an interference and is unsuccessful in the Pat¬ 
ent Office, and appeals to this court, he may not 
be forced to go into equity by notice of the 
appellee, but has a right to pursue his appeal and 
seek his remedy in this court. The compelling 
reason leading to this conclusion is that the court 
of equity could afford him no relief under said 
section 4915, even were he authorized by the law to 
file his bill in such court.” 
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Therefore, in the words of Judge Tuttle, in MacGregor 
v. Chesterfield, approved and followed in Later decisions 
wherever the question has come up, “no party except an 
applicant may file a bill in the District Cburt to review 
the action of the Patent Office under eithqr section 4911 
or section 4915/ ’ If a patentee has no election, a trade¬ 
mark registrant can have none but muslj go from the 
Patent Office to the Court of Customs and Patent Appeals 
as did plaintiff in the instant case. Hence defendant’s 
argument fails, being based upon the theory that plaintiff 
might have gone from the Patent Office to the District 
Court by bill in equity under E. S. 4915 but waived that 
right by appealing to the Court of Customs and Patent 
Appeals whose decision is therefore “finhl.” Actually, 
plaintiff could not have proceeded under ]j l. S. 4915, but 
was compelled to appeal to the Court of Customs and 
Patent Appeals under U. S. C. A., Title 15, Sec. 89 
(Trade-Mark Act of 1905, Sec. 9, as amended). 

It is also well settled that the decisioh of the Court 
of Customs and Patent Appeals, on plaintiff’s appeal 
under U. S. C. A., Title 15, Sec. 89 (Trad0-Mark Act of 
1905, Sec. 9, as amended), is simply an Administrative 
or departmental decision, is not a final judgment, and 
does not bind the parties in a case as the term “case” 
is used in the third article of the Constitution. This pre¬ 
cise point was decided by the Supreme Coqrt in Postum 
Cereal Co. v. California Fig Nut Co., 272 II S. 693, before 
jurisdiction of such appeals was transferred from this 
Court to the Court of Customs and Pateni; Appeals. In 
that case Chief Justice Taft said, pages 698-699: 

“We do not think this course of argument can 
be sustained. Assuming for the purposes of this 
discussion that the District Court of Appeals was 
wrong in not holding that Sec. 9 of the Act of 1905 
did apply to the Commissioner of Pajtents ’ decision 
under the Act of 1920, even so, an appeal can not 
be taken to this Court to remedy tl^e error. The 
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decision of the Court of Appeals under Sec. 9 of 
the Act of 1905 is not a judicial judgment. It is a 
mere administrative decision. It is merely an 
instruction to the Commissioner of Patents by a 
court which is made part of the machinery of the 
Patent Office for administrative purposes. In the 
exercise of such function it does not enter a judg¬ 
ment binding parties in a case as the term case is 
used in the third article of the Constitution. Sec¬ 
tion 9 of the Trade-Mark Act of 1905 applies to 
the appeal taken under it the same rules which 
under Sec. 4914 R. S. apply to an appeal taken 
from the decision of the Commissioner of Patents 
in patent proceedings. Butterworth v. Hoe, 112 
U. S. 50, 60; Gaines v. Knecht, 27 App. D. C. 530, 
532; Atkins v. Moore, 212 U. S. 285, 291. Neither 
the opinion nor decision of the Court of Appeals 
under Sec. 4914 R. S., or Sec. 9 of the Act of 
1905, precludes any person interested from having 
the right to contest the validity of such patent or 
trade-mark in any court where it may be called 
in question. This result prevents an appeal to 
this Court, which can only review judicial judg¬ 
ments. This Court has so decided in Frasch v. 
Moore, 211 U. S. 1, in an appeal as to patent pro¬ 
ceedings, and in Atkins v. Moore, 212 U. S. 285, 
as to appeals in trade-mark proceedings. This was 
the ratio decidendi of Baldivin v. Howard, 256 U. S. 
35, already referred to, where both appeal and 
certiorari were denied in a similar trade-mark 
proceeding.” 

The Act transferring jurisdiction of appeals under 
U. S. C. A., Title 15, Sec. 89 (Trade-Mark Act of 1905, 
Sec. 9, as amended) to the Court of Customs and Patent 
Appeals did not in any sense change the effect of the 
decision in the above Postum case. The decision of the 
Court of Customs and Patent Appeals was likewise 
merely ‘‘an instruction to the Commissioner of Patents 
by a court which is made part of the machinery of the 
Patent Office for administrative purposes”; see In re 
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Tucker et al. (C. C. P. A.). 54 F. (2d) 815, where Judge 
Bland, referring to the Court’s jurisdictidn under R. S. 
4914 (U. S. C. A., Title 35, Sec. 62), which is printed in 
the Appendix, page 30, said, page 816: j 

“We have concluded that, by the quoted pro¬ 
vision of section 4914, Congress meant only to 
confer upon this court a limited judicial review 
for the purpose of revising the decision appealed 
from, and for the correction of su<}h errors only 
as are made by the patent tribunals appealed from, 
and which are definitely pointed out and com¬ 
plained of in the reasons of appeal. We feel there¬ 
fore constrained to hold that even if the Board’s 
rejection of the claims involved is; regarded as 
proper, when reasons other than tho^e assigned by 
it are considered, we would not be justified in 
affirming such action on such grounds.” 

See also, In re Mavrogenis (C. C. P. A..), 57 F. (2d) 
361, where Judge Bland, referring to the Act transfer¬ 
ring jurisdiction of appeals in patent ar.d trade-mark 
cases to the Court of Customs and Patent Appeals (U. S. 
C. A., Title 28, Sec. 309a), Appendix, jfage 29, said, 
page 362: 

“By the Act of March 2, 1929 (28 U. S. C. A. 
§309a), the jurisdiction of the Court of Appeals 
of the District of Columbia in patent matters, ex¬ 
cept in equity, was transferred to this court. We 
were given no jurisdiction which the Court of 
Appeals of the District of Columbia did not have.” 

Since the decision of the Court of Customs and Patent 
Appeals was “merely an instruction to the Commissioner 
of Patents by a court which is made part of the 
machinery of the Patent Office for administrative pur¬ 
poses,” it is pertinent to ask just what instruction said 
Court gave to the Commissioner of Patents in the instant 
case. Did it, as contended by defendant t^elow, give an 
affirmative answer to the question: “Shall the Registra- 
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tion be cancelled ?” Clearly, it did not. It only advised 
the defendant that he was correct when he held that plain¬ 
tiff’s original answer in Cancelation No. 1569 was legally 
insufficient. While plaintiff considers that such depart¬ 
mental decision was based upon an erroneous construc¬ 
tion of the Trade-Mark Act of 1905, it never asked the 
defendant to “review” it, nor is plaintiff here asking 
the Court to review said decision. The Court of Customs 
and Patent Appeals necessarily, and even expressly, left 
the way open to the defendant Commissioner of Patents 
to reopen said Opposition No. 4617 and/or said Can¬ 
celation No. 1569 and to receive the newly discovered 
evidence offered by plaintiff. 

If defendant had reopened the Opposition, as peti¬ 
tioned by plaintiff, it would have been possible for plain¬ 
tiff to prove fraud on the part of the French Company 
in that proceeding; and if defendant had reopened the 
Cancelation it would have been possible for plaintiff to 
prove that the French Company had no standing under 
U. S. C. A., Title 15, Sec. 93 (Trade-Mark Act, Sec. 13) 
at the time the Cancelation teas filed because it had no 
business in this country at that time (whether or not it 
ever had any) and could not possibly show any injury 
by reason of plaintiff’s registration, as required by said 
section. 

As the matter now stands, plaintiff is faced with the 
unjust possibility of having its trade-mark registration 
canceled at the instigation of a foreign non-resident cor¬ 
poration which was not required to make even the slight¬ 
est showing of interest or injury at the time Cancela¬ 
tion No. 1569 was filed. If plaintiff’s original answer in 
the Cancelation was “legally insufficient” to secure for 
it the hearing guaranteed by the Statute, that is no rea¬ 
son for refusing to reopen the Opposition and Cancela¬ 
tion, and the administrative decision of the Court of 
Customs and Patent Appeals did not preclude defendant 
from granting plaintiff the relief sought. 
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Administrative Acts of the Defendant A^e Judicially 
Reviewable in the Supreme Court ofj the District 
of Columbia and May Be Enjoined by Writ of 
Injunction. 

The Code of the District of Columbia, Title 18, Sec. 
41 (Appendix, page 27), provides that |he Supreme 
Court of the District of Columbia 4 4 shall have general 
jurisdiction in law and Equity”; Sec. 43 (Appendix, page 
28), provides that “said court shall posstess the same 
powers and exercise the same jurisdiction the district 
courts of the United States, and shall be deemed a court 
of the United States”; and Sec. 44 (Appendix, page 
28), gives said Court jurisdiction of all cases in law 
and equity between parties “both or either of which 
shall be resident or be found within said district”. Since 
the District of Columbia is the official residence of the 
defendant, the Supreme Court of the District of Colum¬ 
bia has jurisdiction of any suit against him which arises 
under a law of the United States. That th^ instant case 
does arise under a law of the United States is clear from 
numerous authorities referred to in Thompson v. Stand¬ 
ard Oil Co. of New Jersey, et al. (D. C., E. D. So. Car.), 
60 F. (2d) 162, where Judge Cochran said, page 163: 

4 4 It has been repeatedly held that a case arises 
under a law of the United States whenever its cor¬ 
rect decision depends on the construction of the 
law or it appears that some title, ri^ht, privilege, 
or immunity on which the recovery^ depends will 
be defeated by one construction of the law or sus¬ 
tained by the opposite constructionj Only a few 
decisions need be cited to this proposition. See 
Cohens v. Virginia, 6 Wheat. 264, £5 L. Ed. 257; 
Starin v. N. Y., 115 U. S. 248, 6 S. Cl 28, 29 L. Ed. 
388; Germania Ins. Co. v. Wisconsin, 119 U. S. 
473, 7 S. Ct. 260, 30 L. Ed. 461.” 
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In the instant case equity has jurisdiction because the 
action of the defendant in refusing plaintiff the hearing 
guaranteed by U. S. C. A., Title 15, Sec. 93 (T. M. Act, 
Sec. 13), and in refusing to reopen the Opposition and 
Cancelation, was an abuse of discretion and a denial of 
right, and threatens to rob plaintiff of a definite property 
right without due process of law. In the instant case, 
cancelation of the United States registration No. 90,329 
would result ipso facto in cancelation of plaintiff’s regis¬ 
trations in Cuba and Venezuela, cause its goods to be 
excluded from importation, and thereby destroy plain¬ 
tiff’s business and good will in those countries, and 
perhaps in others, without due process of law. The mere 
United States certificate of registration No. 90,329 may 
or may not be “property” in itself, but it is well settled 
that a trade-mark, business and good will are “prop¬ 
erty” and, since equity acts in personam (Cole v. Cun¬ 
ningham, 133 U. S. 107, and cases cited), equity will 
restrain the defendant from destroying such property 
wherever it may be. The following decisions support 
plaintiff’s contention that its trade-mark, business and 
good will are property which will be protected by a court 
of equity whether they are used in domestic or foreign 
trade. 

In International News Service v. The Associated 
Press, 248 U. S. 215, Justice Pitney said, page 236: 

“The rule that a court of equity concerns itself 
only in the protection of property rights treats any 
civil right of a pecuniary nature as a property 
right.” 

In Peninsular Chemical Co . v. Levinson , et al . (C. C. 
A. 6), 247 F. 658, Judge Denison said, page 661: 

“It is not denied that the good will of a busi¬ 
ness and the good reputation of an output, when 
considered in connection with the business itself, 
are a species of property which may not be de¬ 
stroyed with impunity.” 
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See also, Trade-Mark Cases (United States v. Stef¬ 
fens, etc.), 100 U. S. 82, 92; Estate of P. D. Beckwith, 
Inc. v. Commissioner of Patents, 252 U. 538, 546; 
Bourjois <& Company, Inc. v. Katzel, 260 U. |S. 689, 692; 
Scandinavia Belting Co. v. Asbestos & Rubber Works of 
America, Inc. (C. C. A. 2), 257 F. 937, 941. j 

That the Supreme Court of the District Of Columbia 
has general equity jurisdiction to review the administra¬ 
tive decision of the Commissioner of Patent^, and to re¬ 
strain the Commissioner of Patents from unlawful acts 
threatened under color of an administrative decision, is 
further clearly shown by the case of United States ex rel. 
Steinmetz v. Allen, 192 U. S. 543. In th^t litigation, 
Steinmetz filed a petition in mandamus in t(he Supreme 
Court of the District of Columbia to compel the Com¬ 
missioner of Patents Allen to require the primary ex¬ 
aminer to forward an appeal, prayed by the petitioner, to 
the board of examiners-in-chief, to review ijhe ruling of 
the primary examiner requiring petitioner to cancel cer¬ 
tain of his claims in his application for motor meters. 

The Supreme Court of the District of dolumbia dis¬ 
missed the petition, and its action was affirmed by this 
Court. A writ of error was then sued out in the United 
States Supreme Court. The decision of the primary 
examiner, to which exception was taken, was based on 
rule 41 of practice in the Patent Office, and the case in¬ 
volved the validity of the rule under the patent laws. 
Justice McKenna delivered the opinion of the Supreme 
Court which reversed this Court, and held that manda- 
mus is the proper remedy when the Commissioner of 
Patents has refused to act in a case of tins kind. He 
said, page 556: | 

“By section 483 of the Revised Statutes, the 
Commissioner of Patents, subject to the approval 
of the Secretary of the Interior, is dmpowered to 
establish from time to time regulations not incon¬ 
sistent with law, for the conduct of proceedings 
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in the Patent Office. The Commissioner of Pat¬ 
ents, exercising the power conferred, established, 
among other rules of practice, rule 41. It thereby 
became a rule of procedure and constituted, in 
part, the powers of the primary examiner and 
Commissioner. In other words, it became an au¬ 
thority to those officers, and, necessarily, an au¬ 
thority ‘under the United States’. Its validity 
was and is assailed by the plaintiff in error. We 
think, therefore, we have jurisdiction, and the 
motion to dismiss is denied.” 

And at page 563: 

“Having settled the right of appellant, we 
may now return to the consideration of his remedy. 
Respondent contends: 

‘It is fundamental that mandamus will not 
issue against a public officer, except to compel the 
performance of some plain, clear, ministerial duty, 
and will not issue to control his discretion.’ 

And it is further contended that respondent 
has acted, and, having acted, cannot be required 
to refer the case to a lower tribunal in his office. 
To sustain the contention Commissioner of Pat - 
ents v. Whit el ey, 4 Wall. 522, is cited.” 

The Court then explained the Whiteley case and said, 
page 565: 

“And so the exercise of judgment might follow 
a hearing of the application under review. It was 
the duty of the primary examiner to accord a 
hearing or, refusing to do so, to grant an appeal. 
It was the duty of the Commissioner to compel the 
appeal. The Commissioner of Patents is primarily 
charged with granting and issuing patents. Ap¬ 
plications for patents are made to him (section 
4888, Revised Statutes), and his superintendence 
should be exercised to secure the rights which the 
statutes confer on inventors. The first of those 
rights is a hearing. If that be denied other rights 
cannot accrue.” 
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Where the Commissioner of Patents threatens to act 
in violation of his authority injunction is the proper 
remedy. For, as stated by Justice Bradley in Board of 
Liquidation et al. v. McComb, 92 U. S. 531, at page 541: 

“But it has been well settled, that, [when a plain 
official duty, requiring no exercise df discretion, 
is to be performed, and performance is refused, 
any person who will sustain personal injury by 
such refusal may have a mandamus to compel its 
performance; and when such duty is threatened to 
be violated by some positive official act, any person 
who will sustain personal injury jtherebv, for 
which adequate compensation cannqt be had at 
law, may have an injunction to prevent it. In such 
cases, the writs of mandamus and injunction are 
somewhat correlative to each other.”! 

In Philadelphia Co . v. Stimson, Secretary of War, 223 
U. -S. 605, Mr. 
pages 619-620: 

“If the conduct of the defendant constitutes 
an unwarrantable interference with property of 
the complainant, its resort to equitV for protec¬ 
tion is not to be defeated upon the~ ground that 
the suit is one against the United States. The 
exemption of the United States from suit does not 
protect its officers from personal liability to per¬ 
sons whose rights of property they have wrong¬ 
fully invaded. [Authorities.] And in case of an 
injury threatened by his illegal action, the officer 
cannot claim immunity from injunction process. 
The principle has frequently been j applied with 
respect to state officers seeking to enforce uncon¬ 
stitutional enactments. [Authorities.] And it is 
equally applicable to a Federal officer acting in 
excess of his authority or under an authority not 
validly conferred. [Authorities.] 

The complainant did not ask the court to inter¬ 
fere with the official discretion of the? Secretary of 
War, but challenged his authority to do the things 
of which complaint was made. Tfie suit rests 


Justice Hughes, now Chief Justice, said, 
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upon the charge of abuse of power, and its merits 
must be determined accordingly; it is not a suit 
against the United States.’’ 

and at page 623: 

“The defendant is within the District, amen¬ 
able to the process of the court. There is no 
ground upon which it may be denied jurisdiction 
to decide whether he should be restrained from 
continuing his opposition to the complainant’s 
plan of improvement. Rather should it be said 
that the case falls within the general rule sustain¬ 
ing the jurisdiction of a court of equity which 
has control of the person of the defendant and 
may compel obedience to its decree. Phelps v. 
McDonald, 99 U. S. 298, 308.” 

. Another most important case, which is squarely in 
point, is Atchison, Topeka & Santa Fe Railway Com¬ 
pany, et al . v. United States, Interstate Commerce Covo- 
mision, et al., 284 U. S. 248. This was a suit for an 
injunction brought by the railroads to restrain the en¬ 
forcement of an order of the Interstate Commerce Com¬ 
mission. The Commission had made an order affecting 
the rates charged by the railroads, based upon hearings 
which were closed on September 22,1928. In September, 
1930, and later on February 18, 1931, the railroads pre¬ 
sented petitions for rehearing seeking to have the rates 
increased on the ground that conditions arising since the 
original hearings had adversely affected their revenues. 
The Commission denied the petitions for rehearing on 
March 3, 1931, but later made a supplemental report 
modifying certain parts of the original rate order. Suit 
was then brought in the District Court for the Northern 
District of Illinois,’which denied the application for an 
injunction, and appeal was taken to the Supreme Court. 

The Supreme Court, in reversing the order of the 
District Court and directing it to grant the injunction 
prayed for, held that the denial of a rehearing by the 
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Interstate Commerce Commission was not within the per¬ 
mitted range of the Commission’s discretion, but a denial 
of right . Chief Justice Hughes said: 


“It is plain that a record which w^.s closed in 
September, 1928—relating to rates on a major 
description of the traffic of the carnets in a vast 
territory—cannot be regarded as representative 
of the conditions existing in 1931. That record 
pertains to a different economic era and furnishes 
no adequate criterion of present requirements. 


****** 

In the discharge of its duty, a fair hearing is a 
fundamental requirement. Interstate Commerce 
Commission v. Louisville & N. E. Co., 227 U. S. 
88, 91, 57 L. ed. 431, 433, 33 S. Ct. 1|85. In the 
instant proceeding, the hearing accorded related 
to conditions which had been radically changed, 
and a hearing, suitably requested, which would 
have permitted the presentation of evidence relat¬ 


ing to existing conditions, was denied. We think 
that this action was not within the perniitted range 
of the Commission’s discretion, but wa^ a denial of 
right. The order of the Commission which was 
thus made effective, and the ensuing supplemental 
order, cannot be sustained.” 


The action of the defendant Commissioned of Patents 
in the instant case is on all fours with that of the Inter¬ 
state Commerce Commission in the Atchison jcase. 

Cancelation No. 1569 was filed March 30, 1927; plain¬ 
tiff’s petition to reopen Opposition No. 4617 was filed 
November 16,1928 and denied by defendant May 1,1930; 
while the petition to reopen Cancelation N<j. 1569 was 
filed May 28,1930 and denied by defendant Jqly 25,1930. 
The defendant’s only reason for denying the said petitions, 
was that the question of cancelation was settled by the 
original uncontested Opposition which was filed May 3, 
1923 and decided December 21, 1925 by the Examiner of 
Trade-Mark Interferences. Such decision of December 
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21, 1925 merely held that plaintiff was “not entitled to 
the registration for ^vhich it has made application 9 ’; it 
did not and could not decide that the French Company 
had a going or no business in this country, or would be 
injured by plaintiff’s existing registration No. 90,329 on 
March 30, 1927 (when the Cancelation was filed), or on 
November 16, 1928 (when plaintiff filed its petition to 
reopen the Opposition), or on May 28, 1930 (when plain¬ 
tiff filed its petition to reopen the Cancelation). 

It is therefore submitted, in the words used by Chief 
Justice Hughes in the Atchison case, that the alleged 
“hearing” (in Opposition No. 4617, filed May 3,1923, and 
decided December 21,1925) 

“related to conditions which had been radically 
changed, and a hearing, suitably requested, which 
would have permitted the presentation of evidence 
relating to existing conditions, was denied. We 
think that this action was not within the permitted 
range of the Commission (er) ’s discretion, but was 
a denial of right.” 

As in the Atchison case, it is submitted that the decree 
of the District Court refusing the injunction should be 
reversed, and that the defendant should be required to 
answer on the merits to the end that he may be prevented 
from canceling plaintiff’s trade-mark registration and 
destroying an important property in plaintiff’s domestic 
and foreign trade. 

The Court Below Erred in Dismissing the Bill 

on Motion. 

It is well settled that a bill of complaint should be 
dismissed on motion only w’hen it is clear beyond all 
reasonable doubt that no facts which the plaintiff could 
produce in support of the allegations of its bill could 
justify a decree in its favor; Kansas v. Colorado, 185 
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U. S. 125, 144; Ralston Steel Car Co. v. National Dump 
Car Co. (D. C. D. Maine), 222 F. 590; Armstrong Cork 
Co. et al. v. Ringwalt Linoleum Works (|C. C. A. 3), 240 
F. 1022; Story 7 s Equity Pleadings, pagp 379; Daniell’s 
Chancery, page 542. 

If the Court below meant to hold tjiat decisions of 
the Court of Customs and Patent Appeals are final in 
appeals from the Patent Office, it is respectfully sub¬ 
mitted that the cited cases hold to the contrary. 

If it meant to hold that the Commissioner of Patents 
is not a proper party to the suit in view of Mergenthaler 
v. Seymour, 1894 C. D. 186, 66 0. Or. 131l| as urged by the 
defendant below, it is submitted that the Mergenthaler 
case was under old R. S. 4915, where tpere was an ad¬ 
verse party in Michigan, and has no application to the 
present R. S. 4915, especially as now construed in Heid - 
brink v. McKesson and similar cases cited above. In the 
instant case there is no adverse party bi}t defendant, and 
no relief is asked against anyone else. The French Com¬ 
pany, as stated above, is a foreign non-resident and can¬ 
not be served. 

If the Court below meant to hold th^t it has no juris¬ 
diction to review the administrative acts of the defend¬ 
ant, it is submitted that the Atchison case and many 
others cited above are authority to the contrary. If 
plaintiff had not made out a prima facie case justifying 
reopening of the Cancelation, and of thfe Opposition, the 
Court of Customs and Patent Appeals would hardly have 
granted plaintiff’s motion for certiorari on diminution 
of record. The supplemental record iame up and the 
only inference to be drawn from the refusal of the Court 
to pass on it is that it left some new matters to be adju¬ 
dicated in the first instance by the Patent Office. Hence, 
the decision of the Court of Customs anjd Patent Appeals 
upholding the insufficiency of the original answer ex¬ 
pressly left the Supplemental Record open for de novo 
consideration of the defendant, which hje clearly had dis- 
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cretion to do under the Statute, the same as any Court 
has discretion to reopen a case for newly discovered 
evidence, fraud, etc., as here alleged. 

Having this discretion under the Statute and refusing 
to exercise it, and having otherwise refused to follow 
the Statutes, as alleged in the bill, and plaintiff having no 
other remedy than by this suit, the issues raised by the 
motion to dismiss should have been raised by pleading 
and plaintiff should in all equity and good conscience 
have been given its day in Court. 

Conclusion. 

Upon the whole case, it is submitted that the decree of 
the Supreme Court of the District of Columbia should 
be reversed with directions to require the defendant to 
answer on the merits, and to take further proceedings 
according to the usual course of Equity. 

Respectfully submitted, 

Julian S. Wooster, 

Donald Malcolm, 

Jennings Bailey, Jr., 

Counsel for Appellant . 
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Appendix of Statutes. 

The Code of the District of Columbia, Title 18. 

Sec. 26. Jurisdiction. Any party aggrieved by any 
final order, judgment, or decree of the supreme court 
of the District of Columbia, or of any justice thereof, 
may appeal therefrom to the said court of kppeals; and 
upon such appeal the court of appeals shal^ review such 
order, judgment, or decree, and affirm, reverse, or modify 
the same as shall be just, except as provided in the fol¬ 
lowing sections. Appeals shall also be allowed to said 
court of appeals from all interlocutory orders of the 
supreme court of the District of Columbia, or by any 
justice thereof, whereby the possession of property is 
changed or affected, such as orders for the appointment 
of receivers, granting injunctions, dissolving writs of 
attachment, and the like; and also from any other inter¬ 
locutory order, in the discretion of the said court of 
appeals, whenever it is made to appear t;o said court 
upon petition that it will be in the interest of justice to 
allow such appeal. (Feb. 9, 1893, 27 Stat. 435, c. 74, sec. 
7; Mar. 3, 1901, 31 Stat. 1225, c. 854, sec. 226; Mar. 3, 
1921, 41 Stat. 1312, c. 125, sec. 12.) 

Sec. 41. Constitution; assignment of justice for con¬ 
demnation cases. The supreme court of the District shall 
have general jurisdiction in law and Equity, and consist 
of a chief justice and six associate justices, appointed by 
the President of the United States, by and with the ad¬ 
vice and consent of the Senate, and holding their offices 
during good behavior. It shall be a duty of the Chief 
Justice of the Supreme Court of the District of Colum¬ 
bia, to appoint from time to time, and foi such period 
or periods as he may determine, one of the judges of 
the said Supreme Court of the District of Columbia to 
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hear cases involving the condemnation of land in the 
District of Columbia, and it shall be the primary duty 
of such judge so appointed to preside at the hearing of 
such cases involving the condemnation of land in the 
District of Columbia, and that only when not engaged in 
such cases shall he be subject to assignment to the other 
business of the court. The Chief Justice may assign for 
service in condemnation cases any justice of said court 
in case of disability of the justice so serving or for any 
other reason. (Mar. 3, 1863, 12 Stat. 762, c. 91, sec. 1; 
Mar. 3, 1901, 31 Stat. 1199, c. 854, sec. 60; Dec. 13, 1926, 
44 Stat. 919, c. 6; Dec. 20, 1928, 45 Stat. 1056, c. 41.) 

Sec. 43. Jurisdiction; powers of circuit and district 
courts conferred. The said court shall possess the same 
powers and exercise the same jurisdiction as the district 
courts of the United States, and shall be deemed a court 
of the United States. (Mar. 3, 1863, 12 Stat. 762, c. 91; 
Mar. 3, 1901, 31 Stat. 1199, c. 854, sec. 61; June 30, 1902, 
32 Stat. 522, c. 1329 1 ; Mar. 3, 1911, 36 Stat. 1167, c. 231, 
sec. 289.) 

Sec. 44. Same; general jurisdiction. Said court, ex¬ 
cept as otherwise provided in this title, shall have cog¬ 
nizance of all crimes and offenses committed within said 
district and of all cases in law and equity between par¬ 
ties, both or either of which shall be resident or be found 
within said district and also of all actions or suits of a 
civil nature at common law or in equity, in which the 
Unted States shall be plaintiffs or complainants; and of 
all seizures on land or water, and all penalties and for¬ 
feitures made, arising or accruing under the laws of the 
United States in the District. (R. S., D. C., sec. 763; 
Feb. 27, 1877, 19 Stat. 253, c. 69, sec. 2; Mar. 3, 1901, 31 
Stat. 1200, 1202, c. 854, secs. 64, 66, 67, 83.) 
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United States Code Annotated—Title 28. 


Sec. 309a. Jurisdiction in patent cases, (a) The 

jurisdiction vested prior to April 1, 1929, in the Court 
of Appeals of the District of Columbia in respect of 
appeals from the Patent Office in patent and trade-mark 
cases is vested in the United States Court of Customs 
and Patent Appeals. 

(d) Nothing contained in this section shall be con¬ 
strued as affecting in any way the jurisdiction of the 
Court of Appeals of the District of Columbia in equity 
cases. (Mar. 2, 1929, c. 488, §2 (a, d), 45 £|!tat. 1476.) 

Sec. 378 (Judicial Code, section 264)j Injunctions; 
when granted. Writs of injunction may be granted by 
any justice of the Supreme Court in cas<bs where they 
might be granted by the Supreme Cour^; and by any 
judge of a district court in cases where fhey might be 
granted by such court. But no justice of the Supreme 
Court shall hear or allow any application for an injunc¬ 
tion or restraining order in any cause pending in the cir¬ 
cuit to which he is allotted, elsewhere than within such 
circuit, or at such place outside of the samq as the parties 
may stipulate in writing, except when it can not be heard 
by the district judge of the district. Ip • case of the 
absence from the district of the district judge, or of his 
disability, any circuit judge of the circuit in which the 
district is situated may grant an injunction or restrain¬ 
ing order in any case pending in the district court, where 
the same might be granted by the district judge. (R. S., 
§719; Mar. 3, 1911, c. 231, §264, 36 Stat. 1162.) 


United States Code Annotated—Title 35. 

I 

Sec. 57 (R. S. 4909). Appeals; from primary ex¬ 
aminers to board of appeals. Every applicant for a 
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patent or for the reissue of a patent, any of the claims 
of which may have been twice rejected, and every party 
to an interference, may appeal from the decision of the 
primary examiner, or of the examiner in charge of inter¬ 
ference in such case, to the board of appeals; having once 
paid the fee for such appeal. (As amended Mar. 2, 1927, 
c. 273, §5, 44 Stat. 1336.) 

Sec. 59a (R. S. 4911). Same; from board of appeals. 

If any applicant is dissatisfied with the decision of the 
board of appeals, he may appeal to the United States 
Court of Customs and Patent Appeals, in which case he 
waives his right to proceed under section 63 of this title. 
If any party to an interference is dissatisfied with the 
decision of the board of appeals, he may appeal to the 
United States Court of Customs and Patent Appeals, 
provided that such appeal shall be dismissed if any ad¬ 
verse party to such interference shall, within twenty days 
after the appellant shall have filed notice of appeal 
according to section 60 of this title, file notice with the 
Commissioner of Patents that he elects to have all fur¬ 
ther proceedings conducted as provided in section 63. 
Thereupon the appellant shall have thirty days there¬ 
after within which to file a bill in equity under said sec¬ 
tion 63, in default of which the decisions appealed from 
shall govern the further proceedings in the case. If the 
appellant shall file such bill within said thirty days and 
shall file due proof thereof with the Commissioner of 
Patents, the issue of a patent to the party awarded pri¬ 
ority by said board of appeals shall be withheld pending 
the final determination of said proceeding under said sec¬ 
tion 63. (R. S., §4911; Mar. 2, 1927, c. 273, §8, 44 Stat. 
1336; Mar. 2, 1929, c, 488, §2, 45 Stat. 1476.) 

Sec. 62 (R. S. 4914). Same; determination of appeal; 
revision of former decision. The court, on petition, shall 
hear and determine such appeal, and revise the decision 
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appealed from in a summary way, on the Evidence pro¬ 
duced before the commissioner, at such e^irly and con¬ 
venient time as the court may appoint; and the revision 
shall be confined to the points set forth in the reasons of 
appeal. After hearing the case the court shall return to 
the commissioner a certificate of its proceedings and de¬ 
cision, which shall be entered of record ijn the Patent 
Office, and shall govern the further proceedings in the 
case. But no opinion or decision of the court in any 
such case shall preclude any person interested from the 
right to contest the validity of such patent in any court 

wherein the same may be called in question. (R. S., §4914). 

. 

Sec. 63 (R. S. 4915). Bill in equity to Obtain patent. 

Whenever a patent on application is refuseq by the Com¬ 
missioner of Patents, the applicant, unless appeal has 
been taken from the decision of the board of appeals to 
the United States Court of Customs and Patent Appeals, 
and such appeal is pending or has been decjded, in which 
case no action may be brought under this section, may 
have remedy by bill in equity, if filed with|n six months 
after such refusal; and the court havirjg cognizance 
thereof, on notice to adverse parties and other due pro¬ 
ceedings had, may adjudge that such applicant is en¬ 
titled, according to law, to receive a pateht for his in¬ 
vention, as specified in his claim, or for any part thereof, 
as the facts in the case may r appear. And such adjudica¬ 
tion, if it be in favor of the right of the applicant, shall 
authorize the commissioner to issue such patent on the 
applicant filing in the Patent Office a copy of the adjudica¬ 
tion and otherwise complying with the requirements of 
law. In all cases where there is no opposing; party a copy 
of the bill shall be served on the commissioner; and all 
the expenses of the proceedings shall be pqid by the ap¬ 
plicant, whether the final decision is in his favor or not. 
In all suits brought hereunder where there are adverse 
parties the record in the Patent Office shall be admitted 
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in whole or in part, on motion of either party, subject 
to such terms and conditions as to costs, expenses, and 
the further cross-examination of the witnesses as the 
court may impose, without prejudice, however, to the 
right of the parties to take further testimony. The testi¬ 
mony and exhibits, or parts thereof, of the record in the 
Patent Office when admitted shall have the same force 
and effect as if originally taken and produced in the 
suit. (As amended Mar. 2,1927, c. 273, § 11, 44 Stat. 1336; 
Mar. 2, 1929, c. 488, § 2 (b), 45 Stat. 1476.) 


United States Code Annotated, Title 15, and 
Corresponding Sections of the Trade-Mark 
Act of 1905, as Amended. 

Sec. 86 (T. M. Act, Sec. 6). Examination of applica¬ 
tion; notice of opposition; certificate issued or refused. 

On the filing of an application for registration of a trade¬ 
mark which complies with the requirements of this sub¬ 
division of this chapter, and the payment of the fees pro¬ 
vided for in sections 94 and 95 of this chapter, the Com¬ 
missioner of Patents shall cause an examination thereof 
to be made; and if bn such examination it shall appear 
that the applicant is entitled to have his trade-mark regis¬ 
tered under the provisions of this subdivision of this 
chapter, the commissioner shall cause the mark to be pub¬ 
lished at least once in the Official Gazette of the Patent 
Office. Any person who believes he would be damaged by 
the registration of a mark may oppose the same by filing 
notice of opposition, stating the grounds therefor, in the 
Patent Office within thirty days after the publication of 
the mark sought to be registered, which said notice of 
opposition shall be verified by the person filing the same 
before one of the officers mentioned in section 82 of this 
chapter. An opposition may be filed by a duly authorized 
attorney, but said opposition shall be null and void unless 
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verified by the opposer within a reasonable time after 
such filing. If no notice of opposition is filed within said 
time, the commissioner shall issue a certificate of regis¬ 
tration therefor, as hereinafter provided fbr. If on ex¬ 
amination an application is refused, the Commissioner 
shall notify the applicant, giving him his reasons there¬ 
for. (Feb. 20, 1905, c. 592, § 6, 33 Stat. 726; Mar. 2, 1907, 
c. 2573, § 2, 34 Stat. 1252.) 

Sec. 89 (T. M. Act, Sec. 9). Appeal from decision of 
Commissioner of Patents. If an applicant for registra¬ 
tion of a trade-mark, or a party to an interference as to 
a trade-mark, or a party who has filed opposition to the 
registration of a trade-mark, or party to ^n application 
for the cancellation of the registration of C trade-mark, 
is dissatisfied with the decision of the Corhmissioner of 
Patents, he may appeal to the United States Court of 
Customs and Patent Appeals, on complying with the con¬ 
ditions required in case of an appeal fronC the decision 
of the commissioner by an applicant for a patent, or a 
party to an interference as to an invention, and the same 
rules of practice and procedure shall govern in every 
stage of such proceedings, as far as the same may be 
applicable. (As amended Mar. 2, 1929, c. 488, § 2 (b), 45 
Stat. 1476.) 

Sec. 93 (T. M. Act, Sec. 13). Cancellation of registry 
tion. Whenever any person shall deem himself injured 
by the registration of a trade-mark in the Patent Office 
he may at any time apply to the Commissioner of Patents 
to cancel the registration thereof. The commissioner 
shall refer such application to the examiner in charge of 
interferences, who is empowered to hear £nd determine 
this question and who shall give notice ^hereof to the 
registrant. If it appear after a hearing Jbefore the ex¬ 
aminer that the registrant was not entitled to the use of 
the mark at the date of his application fclr registration 
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thereof, or that the mark is not used by the registrant, 
or has been abandoned, and the examiner shall so decide, 
the commissioner shall cancel the registration. Appeal 
may be taken to the commissioner in person from the 
decision of examiner of interferences. (Feb. 20, 1905, c. 
592, § 13, 33 Stat. 728.) 

Sec. 97 (T. M. Act, Sec. 17). Jurisdiction of suits. 

The district and Territorial courts of the United States 
and the Supreme Coiirt of the District of Columbia shall 
have original jurisdiction, and the circuit courts of ap¬ 
peal, of the United States and the Court of Appeals of 
the District of Columbia shall have appellate jurisdiction 
of all suits at law ot* in equity respecting trade-marks 
registered in accordance with the provisions of this sub¬ 
division of this chapter, arising thereunder, without re¬ 
gard to the amount in controversy. (Feb. 20,1905, c. 592, 
§ 17, 33 Stat. 728; Mar. 3, 1911, c. 231, § 291, 36 Stat. 
1167). 

Sec. 101 (T. M. Act, Sec. 21). Restrictions on actions 
for infringement. No action or suit shall be maintained 
under the provisions of this subdivision of this chapter 
in any case when the trade-mark is used in unlawful 
business, or upon any article injurious in itself, or which 
mark has been used with the design of deceiving the 
public in the purchase of merchandise, or has been aban¬ 
doned, or upon any certificate of registration fraudulently 
obtained. (Feb. 20, 1905, c. 592, § 21, 33 Stat. 729.) 
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Panhard Oil Corporation, appellant 
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Conway P. Coe, Commissioner of Patents, 
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BRIEF FOR THE COMMISSIONER OF PATENTS 

I 

I 

This is an appeal from a decree of tlfte Supreme 
Court of the District of Columbia dismissing ap¬ 
pellant’s Bill for an injunction to restrain the 
Commissioner of Patents from carrying into effect 

a decision of the United States Court iof Customs 

| 

and Patent Appeals in a Cancellation Proceeding 
which originated in the Patent Office and was pros- 

I 

ecuted under the Statutes and Rules until final 
decision was rendered by the United States Court 
of Customs and Patent Appeals. 

Thereafter appellant filed a Bill to Restrain the 
Commissioner of Patents from cancelling appel¬ 
lant’s registration that formed the controversy in 
the Cancellation Proceedings. j 

It is needless to say that the real is^ue is a con¬ 
troversy between appellant Panhard and Societe 

33458—34 (1) 
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Anonyme, appellant’s opponent in tlie Cancellation 
Proceeding, as to which party is entitled to the 
registration of the trade mark. 

Appellant invokes the jurisdiction of this Court 
under various statutes (page 3 of the Brief). 
Trade Mark proceedings, however, are provided for 
by statutes for determination by certain tribunals 
in the Patent Office reviewable by the courts, either 
by direct appeal to the United States Court of Cus¬ 
toms and Patent Appeals or by Bill in Equity un¬ 
der Section 4915, R.S., either of which is final. 
Appellant, however, appears to regard the statutory 

cancellation proceedings that have been taken as a 
nullity by proceeding ex parte against the Com¬ 
missioner of Patents in this suit. Obviously the 
Commissioner of Patents should not be called upon 
to represent the opposing party in the regular can¬ 
cellation proceeding. 

During the pendency of the cancellation proceed¬ 
ing appellant had the option of appealing from 
the decision of the Commissioner or filing his bill 
in equity. He chose to appeal instead of filing a 
bill in which proper evidence could have been 
introduced. 

Appellant reasons, and properly so, that a pat¬ 
entee has no standing as a plaintiff in a suit under 
Section 4915, R.S. With this premise he argues 
by analogy that a registrant has no standing as a 
plaintiff in an equity suit under that section. The 
reasoning is erroneous for the reason that there is 
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no statutory or other provisions for a cancellation 
proceeding to cancel a patent in the Patent Office 
but there is provision for the cancellation of a 
trade mark registration. 

While Section 4915, R.S., does not specifically 
mention trade marks, the courts have hCld that it 
does apply to trade marks. In the easje of Bald¬ 
win v. Howard, 265 U.S. 168; 1924 C.lj>. 511; the 
question of jurisdiction under Section 4915, R.S., 
was specifically raised, and both parties were regis¬ 
trants. That Court held that the Baldwin Com- 
pany had a right to file a bill in equity under Sec¬ 
tion 4915, R.S., to prevent cancellation c|f its regis¬ 
tration. Such a bill was filed in that Case in the 
Supreme Court of the District of Colunjbia and on 
appeal was heard by this Court, 56 App.D.C. 291; 
1926 C.D. 216. 

Appellant heretofore having proceeded under 
Section 4911, R.S., and filed its appeal in the United 
States Court of Customs and Patent Appeals, it is 
not in a position to contend successfully that the 
proviso that “he waives his right to proceed under 
Section 4915 of the Revised Statutes” does not ap¬ 
ply to appellant’s case. Appellant having placed 
itself under the jurisdiction of that Coi|irt by elec¬ 
tion is in no equitable position to ask this Court 
to undo what that Court has done. The Commis¬ 
sioner of Patents is not a party to that Controversy 
but as an administrative officer is ready to carry 
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into effect any court decision or decree that may be 
properly presented to him. 

Appellant prays (R. 11) for (1) a temporary re¬ 
straining order, and (2) a permanent injunction, 
from cancelling appellant’s certificate of registra¬ 
tion. 

As to (1) no temporary restraining order has 
been issued but the Patent Office has voluntarily 
and temporarily withheld the cancellation of appel¬ 
lant ’s registration. 

As to (2) it is well settled that a court will not 
grant a permanent injunction to nullify a decision 
of another court rendered under its statutory 
jurisdiction. 

That the United States Court of Customs and 
Patent Appeals had jurisdiction to entertain the 
appeal from the Patent Office does not appear to be 
questioned. And that appeal having been heard 
and decided, the Commissioner of Patents is bound 
by that decision, Panhard v. Societe Anonyme, 17 
C.C.P.A. 971; 39 C.D. 496; 39 F. (2d) 496. 

PATENTS VS. TRADE MARKS 

While many statutes apply to patents and trade 
marks alike, it is well to remember that the two 
are diametrically opposite in many respects. 

Patents decrease in value until the age of 17 
when they are worth nothing. Trade marks usually 
increase in value with their age. 
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I 

When an invention becomes abandoned it be¬ 
longs to the public and the inventor Cannot again 
get possession of it. I 

When a trade mark becomes abandoned it does 
not belong to the public. In fact the public would 
not know what to do with a trade mark, but it be- 
longs to that person who first again appropriates it. 

Failure to use a patent does not [invalidate it. 
Failure to use a trade mark constitutes an aban- 

i 

donment of it. 

i 

REPLY TO ALLEGED ERRORS IN PAGES 24-26 OF 

APPELLANT’S BRIEF 

The decision of the United States Court of Cus¬ 
toms and Patent Appeals having beep a final deci¬ 
sion no facts that plaintiff-appellant could have 
produced could have supported the bill. Mergen- 
thaler v. Seymour, 1894 C.D. 186; 60 O.G. 1311, is 
in point. Just as in that case there was an adverse 
party so in this case the French Company (not in¬ 
cluded in the bill) is an adverse partjf. Heidebrink 
v. McKesson, 53 F. (2d) 321, cited by appellant is 
not in point as that case involved a patent and not 
a trade mark. (See Baldwin v. Howard, 265 U.S. 
168; 1924 C.D. 511.) 

CONCLUSION 

It is respectfully submitted: 

That the right to the registration of the trade 
mark “Panliard” cannot be determined in this 
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appeal for obvious reasons including the absence 
of the French Company. 

That the decision of the United States Court of 
Customs and Patent Appeals is not reviewable in 
this appeal. 

That if the French Company has abandoned its 
mark as alleged appellant cannot establish its right 
to that mark in this appeal. 

That cancellation is a special statutory proceed¬ 
ing and there is nothing in the statutes that war- 
rants a Bill of the character here in this appeal. 

It is further submitted that the decision of the 
court below is correct and should be affirmed. 

T. A. Hostetler, 

Solicitor for the Patent Office, 

Attorney for appellee. 

January 15,1934. 
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